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I 

REAL PARTY IN INTEREST 

Eisner pac Jungpflanzen is the Assignee of the entire right, title, and interest to 
the above-identified application and, as such, is the real party in interest in this Appeal. 

II 

RELATED APPEALS AND INTERFERENCES 

Other Appeals known to the Appellant, the Appellant's legal representative, or 
the Assignee of the present application which will directly affect or be directly affected by or 
have a bearing on the Board's decision in the pending Appeal include Appeals filed in the 
following applications assigned to the Assignee of the present application: 09/664,247; 
09/733,016; 09/733,020; 09/733,648; 09/753,976; 09/754,755 and 10/023,357. Application 
Number 09/664,247 was also the subject of an appeal to The Court of Appeals for the Federal 
Circuit (CAFC). A copy of decisions rendered by the Board and the CAFC is contained in 
the (Appendix B) Related Proceedings Appendix. 

There are no interferences known to the Appellant, the Appellant's legal 
representative, or the Assignee of the above-identified application which will directly affect 
or be directly affected by or have a bearing on the Board's decision in the pending Appeal. 

Ill 

STATUS OF CLAIMS 

Claim 1 stands finally rejected under 35 U.S.C. § 102(b) for anticipation by 
European Community Plant Breeders' Rights Application No. 19981665, published at least as 
early as August 16, 1999, that matured into CPVO Grant No. 7048, published on June 15, 
2001, in view of a sale of a plant named 'Penlava' in Germany on March 1, 1999; 

Claim 1 is reproduced in Appendix A which is attached hereto. 
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IV 

STATUS OF AMENDMENTS 

No response after the final Office Action dated April 5, 2005 has been 
submitted in this case. There was no claim change made after the final Office Action. The 
claim on appeal is the claim as filed with the application on December 8, 2000 which refers 
to the specification and drawing, the specification having been amended and a new drawing 
added by the Amendment of January 2, 2004. 

V 

SUMMARY OF CLAIMED SUBJECT MATTER 

Independent claim 1 on appeal in the present application is directed to a 
variety of geranium named Tenlava' which is described in detail on four pages of the 
specification and illustrated in two photographic drawings. The claimed variety resulted 
from the crossing of dark leafed geranium breeding varieties and possesses all of the 
botanical characteristics fully described and shown in the present application. 

VI 

GROUND OF REJECTION TO BE REVIEWED ON APPEAL 

The following ground of rejection is addressed in this Appeal: 

Is claim 1 anticipated by European Breeders' Rights Application No. 
19981665, published at least as early as August 16, 1999, that matured into CPVO Grant No. 
7048, pubUshed on June 15, 2001 (hereinafter collectively "PBR documents") in view of a 
sale of a variety of geranium named Tenlava' outside of the United States on March 1, 1999? 
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VII 

ARGUMENTS 

I. An anticipation rejection cannot be built from multiple references. 

The sale of a variety of geranium named 'Penlava* outside the United States 
only indicates that a geranium plant was in the possession of the public one year prior to the 
patent application filing date. To the extent that the sold variety was the same as the claimed 
variety, such a sale outside the United States is not a statutory bar under 35 U.S.C. § 102(b) 
which prohibits patenting of an invention which "was patented or described in a printed 
publication in this or a foreign country or in pubhc use or on sale in this country". 

Combining the sale of a claimed variety outside the United States with the 
scant disclosure in a PBR application constitutes improper use of prior art under 35 U.S.C. 
§ 102(b) to build an "anticipation" rejection. It is well-settled that teachings of multiple 
references may not be combined to build an anticipation rejection. Studiengesellschaft 
Kohle, M.B.H. v. Dart Industries, Inc. . 726 F.2d 724, 727, 220 USPQ 841, 842 (Fed. Cir. 
1984). 

The anticipation rejection in the present application has been characterized as 
based on the cited PBR documents. According to the Examiner, the cited PBR documents 
teach every material element of the claim, despite their severe lack (or absence) of botanical 
information. The sale of a plant named Tenlava' outside the United States supposedly is used 
to show that the plant disclosed in the PBR documents was in the public domain more than 
one year prior to the application filing date. 

The rejection is flawed in its reliance on publications which do not disclose 
every material element of the claim and its attempt to circumvent 35 U.S.C. § 102(b) to reject 
a claim on an invention that may have been sold outside the United States. 

The Office Action of October 2, 2003 recognizes that a publication which is 
reHed upon as prior art under 35 U.S.C. § 102(b) must be enabling. Moreover, it is admitted 
at page 2 of that Office Action that a PBR application" by itself would not be an enabled 
publication, were the plant not in the public domain". To account for the deficient teachings 
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of a PBR application, namely, the inability of a PER application to enable the claimed plant, 
the rejection is supplemented by possible prior public availability of the claimed plant. 

The following comments set forth the proper standards for using multiple 
references in a § 102(b) rejection, namely, how an additional printed publication (a true 
§ 102(b) reference) may be used to show that anticipatory prior art is in the public domain. 

II, Use of multiple references to make a rejection under 35 U.S.C. §1 02(b) 

It is well-established that a printed publication which discloses "every material 
element of the claimed subject matter" constitutes a bar under 35 U.S.C. §102(b) if more than 
one year prior to an application's filing date, it placed the claimed subject matter "in 
possession of the public'. In re Samour , 571 F.2d at 562, 197 USPQ at 3. See also, hi re 
Donohue , 766 F.2d at 533, 226 USPQ at 621 ("It is well settled that prior art under 35 U.S.C. 
102(b) must sufficiently describe the claimed invention to have placed the public in 
possession of it"). 

A. Anticipation rejections based on multiple references require a 
primary enabling disclosure and a second written reference. 

There is some flexibility in the rule that only one reference may be used in an 
anticipation rejection. An additional reference may be used to prove that the primary 
reference discloses subject matter which is in the public's possession. MPEP §2131.01. 
Pursuant to this exception, a secondary reference may be included in an anticipation rejection 
only when the primary reference in and of itself is an enabling disclosure. An additional 
reference may be used to show what the primary reference contains — and not to supplement 
what the primary reference lacks. In both of In re Samour and In re Donohue (each relating 
to patent applications on chemical inventions), an additional written reference was relied 
upon to show that the subject matter of a primary reference was available to the public. 
Neither case stands for the proposition that an additional reference may be used to 
supplement a non-enabling disclosure of a primary reference. 

The claim at issue in In re Samour was directed to a specific chemical 
compound with the structure appearing in the claim. A first prior art reference disclosed the 
{W0211803.1} Page 5 of 26 
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structural formula set forth in the claim, but the reference did not disclose a method for its 
preparation. Hence, the applicant argued that the first reference was non-enabling. In 
response, the Examiner cited an additional reference which disclosed a method for preparing 
similar types of compounds. On appeal from a final rejection, the Patent and Trademark 
Office Board of Appeals agreed that the additional reference provided a legally sufficient 
teaching of how to make the compound disclosed in the first reference. The court agreed that 
the mere recitation of the chemical formula of the claimed composition in a prior art 
reference would not have been sufficient to place the compound in the public's possession. 
Yet, the court was willing to consider relying on additional references: 

... [sjolely as evidence that, more than one year prior to 
appellant*s filing date, a method of preparing the claimed subject 
matter (DMMP) would have been known by, or would have been 
obvious to, one of ordinary skill in the art. Therefore, the key 
issue before us is whether the PTO, in making a rejection under 
35 use § 102(b) on a single prior art reference that discloses 
everv material element of the claimed subject matter , can properly 
rely on additional references for such purpose. 

Id at 562, 197 USPQ at 4 (emphasis added). 

The court maintained the rejection of the claim for the chemical compound 
based on the combined teachings of the printed publication disclosing the compound and a 
reference which disclosed a method for making similar compounds explaining that the 
additional reference cited in the § 102(b) rejection was "not relied on for a suggestion or 
incentive to combine teachings to meet the claimed limitations" (as in a rejection under 35 
U.S.C. §103), but, rather, to show that the claimed subject matter, every material element of 
which is disclosed in the primary reference, was in the possession of the public. Id. at 563, 
197 USPQ at 4. 

The Samour court did not import any disclosure from the secondary reference 
into the disclosure of the primary reference which taught every material element of the 
claimed compound. Every material element of the claim was the structural formula of the 
claimed compound. The primary reference disclosed that same structural formula. The 
secondary reference was only used to demonstrate that the claimed subject matter, which was 
fully disclosed in a printed publication, was available to the public. 
{W021 1803.1} Page 6 of 26 
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A similar reasoning and result was found in In re Donohue where a claim also 
directed to a set of chemical compounds was rejected for anticipation by a primary reference 
that did not disclose methods of preparing the claimed compounds. Additional references 
relied upon by the United States Patent and Trademark Office taught how such compounds 
could be produced. The legal basis for upholding the rejection was outlined as follows: 



It is well settled that prior art under 35 U.S.C. § 102(b) must 
sufficiently describe the claimed invention to have placed the 
public in possession of it. In re Sasse, 629 F.2d 675, 681, 207 
USPQ 107, 111 (CCPA 1980); In re Samour, 571 F.2d at 562, 
197 USPQ at 4; see also Reading & Bates Construction Co. v. 
Baker Energy Resources Corp., 748 F.2d 64, 651-52, 223 USPQ 
1168, 1 173 (Fed. Cir. 1984). Such possession is effected if one of 
ordinary skill in the art could have combined the publication's 
description of the invention with his own knowledge to make the 
claimed invention. See In re LeGrice, 301 F.2d at 939, 133 USPQ 
at 373-74. Accordingly, even if the claimed invention is disclosed 
in a printed publication, that disclosure will not suffice as prior art 
if it was not enabling. In re Borst, 345 F.2d 851, 855, 45 USPQ 
554, 557 (CCPA 1965), cert, denied, 382 U.S. 973, 148 USPQ 
771 (1966). 

Id, at 533, 226 USPQ at 621 (footnote deleted). 

The court specifically followed the rule of S amour to determine that the 
claimed subject matter was in the public's possession by looking to additional references. 

The additional references utilized in this case (viz., Lincoln and 
Wagner) are not relief [sic] upon for suggestion or motivation to 
combine teachings to meet the claim limitations, as in rejections 
under 35 U.S.C. § 103. In re Samour, 571 F.2d at 563, 197 USPQ 
at 4-5. Such reliance would be pointless because Nomura [the 
primary reference] discloses every element claimed. The purpose 
of citing Lincoln and Wagner is, instead, to show that the claimed 
subject matter, as disclose [sic] in Nomura, was in the public's 
possession. 

Id. 
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Both In re Samour and In re Donohue involved claims to a class of chemical 
compounds that was fully disclosed in a prior art reference. The secondary references 
(printed publications) in both cases were not employed to supplement any need for additional 
disclosure not present in the primary reference so that one skilled in the art could comprehend 
the scope of that referenced disclosure but only to show that the claimed chemical 
compounds were within the public domain. In other words, on their faces, the primary 
references were "enabling" because they taught every material element of the claimed subject 
matter. The only reliance on a secondary reference was to show that the claimed subject 
matter was in the public's possession one year prior to the filing date of the patent 
applications for the chemical compounds. 

This line of case law was recently followed in Bristol-Myers Squibb Co. v. 
Ben Venue Laboratories, Inc. et al. , 246 F.3d 1368, 58 USPQ2d 1508 (Fed. Cir. 2001). Ben 
Venue and its codefendants alleged invalidity of a patent obtained by Bristol-Myers for a 
method of treating a cancer patient having steps of (i) premedicating the patient with a first 
drug and (ii) administering a second drug. The defendants argued that Bristol's claim was 
anticipated by a prior art reference which not only described treating patients with the second 
drug (i.e., the second step) but also suggested that "[f]urther studies are needed to see if 
pretreatment regimens [i.e., the first step], ... will permit the safe administration of this 
compound". Id at 1372, 58 USPQ2d at 1515-1516. At issue was whether the prior art 
reference which mentioned a pretreatment regimen was "enabling to one of skill in the art" 
one year before the filing date of Bristol's patent application based on additional references 
and teachings to pretreat cancer patients. Following both Samour and Donohue , the court 
noted that enablement of an anticipatory reference may be demonstrated by another reference 
(as in Samour and Donohue , a printed publication) and restated the requirement of "a 
showing of each limitation of a claim in a single reference" for anticipation. Id. The court 
concluded that it was proper to look at other references to establish that the pretreatment 
regimen mentioned in the primary reference was in the public domain one year prior to 
Bristol's filing date. As was true for the claims at issue in Donohue and Samour, every 
material element of the claim in Bristol-Myers was present in the primary reference, namely, 
(i) premedicating a patient with a first drug and (ii) administering to the patient a second 

{W0211803.U Page 8 of 26 



Application No. 09/739,023 

Appeal Brief Dated September 6, 2005 

Attorney Docket No. 2384-002133 

drug. The primary reference contained both of those limitations and additional printed 
publications were only relied upon to show that premedicating a patient was within the public 
domain one year prior to the filing date of the patent application. No subject matter from the 
secondary reference was used to supplement the disclosure of the primary reference. 

Hence, there are two requirements for using an additional reference to 
"enable" a primary reference in forming an anticipation rejection. 

1. The primary reference must contain "every material element of the 
claimed invention"; and 

2. The additional reference (a printed publication) is relied upon only to 
demonstrate that the claimed subject matter was in the possession of 
the public one year prior to the filing date of the patent application. 

B. Sale of patentable subject matter outside of the United States is 
not a prior art "reference" and cannot be used to enable another 
reference under 35 U.S.C. §102(b). 

It is elementary chemistry to realize that the disclosure of a compound's 
formula is enough to anticipate the claimed chemical formula because that formula is indeed 
the entire invention. The Samour and Donohue courts agreed that a secondary piece of prior 
art (a written publication) could be used to show the state of the art in the chemical field was 
in the public's possession. However, disclosure of the botanical name (and possibly a few 
other particulars) of a new and unanticipated asexually reproduced plant variety is not enough 
to anticipate a plant patent for the claimed variety. 

hi the present application, the Examiner relies on the sale of a variety named 
'Penlava' in Germany as some type of "reference" that indicates what knowledge was in the 
public domain. However, the Samour and Donohue line of cases permits use of a true 
reference, an additional piece of prior art (a pre-application filing date publication), as 
evidence of the knowledge in the public domain. The sale of an invention outside the United 
States is not such a reference. 

It is contrary to longstanding tenets of the patent laws to assert that sale of a 
claimed invention outside of the United States qualifies as a reference at all. The sale of a 
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variety named 'Penlava' outside the United States is not prior art. It is not a reference which 
is appropriate to use as evidence of the public's knowledge. An assertion that the sale of a 
claimed invention outside the United States as a reference (per S amour and Donohue) would 
vitiate the meaning of the on-sale bar of 35 U.S.C. § 102(b). 

If the Examiner's position is maintained, it would be changing the landscape 
of the patent law. Applicant appreciates the Examiner's recognition that a PBR application 
by itself would not be an enabled publication. Yet in essence, the Examiner is asserting that a 
non-enabling published description of a claimed invention combined with the sale of that 
invention outside of the United States would be enough to satisfy an anticipation rejection 
under 35 use § 102(b). 

Such a position is untenable under United States law. By way of example, a 
simple (non-enabling) listing of a product (such as a computer) in a catalog or magazine 
published one year before an application for patent in the United States combined with the 
sale of that computer outside the United States more than one year before application date 
would be enough to bar patent protection in our country. Such an assertion is ludicrous and 
the ramifications are endless if the Board chooses to change precedent and decide that a PBR 
application combined with the sale of a geranium named Tenlava* in Germany would be 
enough to bar patent protection in the United States. 

III. Anticipation of plant subject matter 

The cases of In re LeGrice , 301 F.2d 929, 133 USPQ 365 (CCPA 1962) and 
Ex parte Thomson , 24 USPQ2d 1618 (Bd. Pat. App. & Inter. 1992) are consistent with 
S amour , Donohue , and Bristol-Myers and do not support a proposition that a non-enabUng 
publication about a plant may be made enabling by public use or sale of the plant itself. 

A. In re LeGrice 

At issue in LeGrice was whether a published catalog listing a variety of rose 
plants along with some botanical data and a color picture thereof barred patenting of that rose 
variety as a plant patent. It was established on the record that the color picture in the prior art 



{W021 1803.1} 



Page 10 of 26 



Application No. 09/739,023 

Appeal Brief Dated September 6, 2005 

Attorney Docket No. 2384-002133 

catalog publication established identity at least in appearance between the rose plant 
illustrated in the catalog and the claimed variety. 

1. A plant cannot be produced from a disclosure thereof in a 
printed publication. 

In determining whether the catalog was an "enabling" disclosure, i.e., 
sufficient to give the public possession of the rose plant, the LeGrice court pointed out the 
following unique characteristics of plants as compared to manufactured articles. Plants 
protected by United States plant patents are asexually reproduced wherein the plant is 
propagated by divisions or cuttings to form clones, each of which is identical to its parent 
plant and to all other cuttings or clones taken from the parent plant. IcL at 937, 133 USPQ at 
372. Even when the parentage of the claimed variety is set forth in a publication, no two 
seeds produced by cross-pollinating the parent plants can be expected to produce identical 
plants. Id, at 938, 133 USPQ at 373. The principles of heredity and plant genetics introduce 
innumerable possible combinations of genetic material which may result in equally 
innumerable distinct plants. Id. 

The impossibility of producing a particular variety firom a description thereof 
in a printed publication was a critical factor for the court in LeGrice . The court emphasized 
that the description of the invention in the printed publication must be an "enabling" 
description and that the proper test of an enabling description in a publication as a bar to a 
patent under § 102(b) is "whether one skilled in the art to which the invention pertains could 
take the description of the invention in the printed publication and combine it with his own 
knowledge of the particular art and from this combination be put in possession of the 
invention on which a patent is sought*. Id. at 939, 133 USPQ at 374. 

To put an invention in possession of the public based on a printed pubhcation, 

the description therein must be: 

so precise and particular that any person skilled in 
the art to which the invention belongs can construct 
and operate it without experiments and without 
further exercise of inventive skill. 

Id at 933, 133 USPQ at 369. 
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In 1962, the LeGrice court recognized that the knowledge of plant genetics 
made it impossible to reproduce a particular plant having specific botanical characteristics 
based solely on a description of the plant, even when the parent plants were known. Despite 
the many advances in biotechnology over nearly 40 years, that limitation on reproducing 
plants holds true. 

Please find enclosed a Declaration by Dr. Richard Craig, an expert in the field 
of horticulture, as Attachment A. The details of Dr. Craig's Declaration are not repeated 
herein, but should be appreciated for the explanation of the differences between asexually 
reproduced plants and sexually reproduced plants and the impossibility of generating a 
desired plant firom a description thereof in a printed publication. As detailed in Dr. Craig's 
Declaration, there is no possibility of recreating a particular variety via experimentation 
because of the endless possibihties when the genes of parent plants are combined to produce 
daughter plants. 

Thus, when one makes a cross-fertilization of heterozygous 
parents, one cannot predict the specific combination of traits in the 
progeny. When a large number of genes have different allelic 
combinations in the parents, the possible genotypic combinations 
in the hybrid progeny approach infinity. 

Craig Declaration at page 3. 

Dr. Craig states that a description of a plant (such as the description in a PBR) 
cannot be used to recreate the plant. 

Starting only from a photograph or a written description of a 
particular cultivar, a plant breeder cannot reproduce the cultivar. 
No person can independently create through fertilization and 
hybridization the exact genetic replica of another plant. 

Craig Declaration at page 4. 

Thus, it is still true today that a description of a particular variety cannot 
enable one skilled in the art to recreate that variety. 
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In the decision below LeGrice, the Board of Appeals reasoned that since a 
description of a plant in a plant patent application is deemed sufficiently enabling to grant a 
patent, then a publication on a plant should be considered equally enabling to bar patenting. 
The LeGrice court pointed to two errors in that reasoning. First, §162 specifically permits 
varying degrees of description in a plant patent while § 102(b) makes no such allowance 
regarding the sufficiency of the description in an anticipatory printed publication. Therefore, 
a plant patent application may be less specific than an anticipatory publication. Second, §163 
does not grant a right to exclude others from "making" a claimed plant but only to exclude 
others from asexually reproducing or selling the claimed plant. The statute reflects the reality 
that "there is no possibility of producing the plant from a disclosure as 35 U.S.C. § 112 
contemplates" because one cannot make a plant, only asexually reproduce or sell it. Id^ at 
944, 133USPQat378. 

2. The description of a plant and identification of a source to 
obtain the plant outside the United States is not prior art 
under 35 U.S,C, §102(b) in a plant patent application. 

hi the present case, the Examiner has asserted that LeGrice is not controlling 

because it did not specifically address the issue of enablement of a printed publication on a 

plant variety by sale of that plant outside the United States. However, as detailed below, the 

appeal in LeGrice actually did address an issue of commercial availability of a plant outside 

the United States. 

3. The LeGrice decision contains significant evidence of public 
distribution of the rose varieties. 

The Appellant of LeGrice , (Mr. Edward Burton LeGrice) filed plant patent 
applications in the United States in 1958 on two rose varieties. Charming Maid and Duskey 
Maiden. More than one year before the filing dates, both varieties were listed in the National 
Rose Society Annual of England and in catalogs. Those publications are compelling 
evidence of public use or sale of the varieties in England. 

The Rose Annual of 1949 stated that Dusky Maiden, "raised and exhibited by 
E.B. LeGrice", received "The Gold Medal Award". Id, at 931, 133 USPQ at 368. An 
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award-winning plant undoubtedly was exhibited to rose breeders and other skilled artisans. 
Certainly, Dusky Maiden was publicly used in England by 1949. 

The Rose Annual of 1954 contained information on Charming Maid including 
listing the following: "Raiser and Distributor E.B. LeGrice, Note Walsham". Id at 932, 
USPQ at 368. According to the 1954 Rose Annual, Charming Maid was distributed by 
Mr. LeGrice. Distribution (via a sale or other public activity) of Charming Maid occurred in 
England more than one year before the United States filing date. 

Both Dusky Maiden and Charming Maid were described and shown in 
catalogs with color photographs thereof establishing identity in appearance between the 
varieties in the catalogs and the varieties of the United States plant patent applications. Id, 
Presentations of the varieties in a catalog is also compelling evidence of their status of having 
been offered for sale in England. 

Despite all this evidence of sale and/or public use of Dusky Maiden and 
Charming Maid by Mr. LeGrice in England, the appeals court did not specifically address any 
issue of such activity presumably because it occurred outside the United States. 

4. The record of the appeal in LeGrice shows that the sale 
and/or public use of the two rose varieties was disposed by 
the Board. 

There was no discussion about enablement of the printed publication based on 
public availability of the rose in the LeGrice decision reported by the CCPA because the 
issue of public availability of the roses outside the United States was disposed of in the lower 
decision at the Board of Appeals. See, A pplication of Edward Burton LeGrice , Decision of 
Board of Appeals, February 12, 1960 (attached hereto as Attachment B and hereinafter 
referred to as the "Board LeGrice Decision"), 

In the appeal to the Board by Mr. LeGrice, the Board correctly recognized that 
the "use or sale of the plants in a foreign country would be irrelevant" to the issue of novelty. 
Id. at page 25. Moreover, the Board found evidence of foreign sale and/or pubhc use of the 
rose varieties. 

The publications indicated that the particular plants were on 
sale, and presumably also in public use, more than one year 
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prior to the respective filing dates of the applications since 
appellant is indicated as 'raiser aind distributor'. However this 
question is not in issue since the public use or sale must be in 
the United States in order to bar a patent and these events, as 
far as anything suggested by the record is concerned, took place 
in England. The single broad issue of the competency of a 
prior printed publication to bar a plant patent is presented. 

Id, at page 22. 

Hence, the LeGrice court had plenty of evidence of commercial availability of 
the rose varieties outside the United States, and the stated presumption was that the plant was 
in public use. It did not directly address those facts since they were irrelevant to the novelty 
of the plant under United States statutory law and had been properly dispensed with by the 
Board of Appeals. 

5. A publication is incapable of placing a plant variety in the 
public domain. 

The LeGrice court focused on whether the publications (the Rose Annuals or 
the catalogs), when interpreted in light of the knowledge possessed by plant breeders, placed 
the rose varieties in the public domain. Importantly, when the court looked to what 
constituted the knowledge possessed by plant breeders, it did not even consider the evidence 
of prior use and/or sale of the rose varieties. The Board had dismissed any relevance of that 
evidence to the issue of novelty of the rose varieties in the United States. 

Instead, the standard applied by the LeGrice court for the enablement of a 
publication under 35 U.S.C. § 102(b) is whether "a skilled artisan could take its teachings in 
combination with his own knowledge of the particular art and be in possession of the 
invention". LeGrice at 936, 133 USPQ at 372. The "knowledge" for a skilled artisan was not 
— and still is not ~ the commercial activity of the breeder outside the United States. 

The "knowledge" of the skilled plant breeder includes plant genetics. In 1962, 
the knowledge of plant genetics meant that publications (such as the Rose Annuals and 
catalogs) could not be relied upon as statutory bars under 35 U.S.C. § 102(b). The LeGrice 
court cautioned, however, that each case must be decided on its own facts and that future 
studies may add to "the knowledge of plant breeders so that they may someday secure 
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possession of a plant invention by a description in a printed publication". Id^ at 939, n. 7, 133 
USPQ at 374, n. 7, 

There can be no dispute; that "someday" has not yet arrived. 

6. The facts of LeGrice, non-enablement of a plant patent 
claim by a description of the plant, parallel the present 
case. 

In both LeGrice and here, the material elements of a plant patent claim are not 
set forth in the printed publication and there is no need to consult additional references, nor is 
it appropriate to do so. 

A PBR application which refers to a species of a plant, a plant name and a few 
bits of botanical data cannot be considered to be so "precise and particular" that a skilled 
artisan could "construct and operate it without experiments and without further exercise of 
inventive skill". The ability to purchase a geraniimi named 'Penlava' one year prior to the 
application filing date is not equivalent to the ability to "construct and operate" a new 
geranium variety named 'Penlava* based on the PBR application. One skilled in the art may 
have learned of a geranium named 'Penlava* - outside the United States. While public prior 
use and sale are avenues by which a plant enters the public domain, that prior use or sale 
must have occurred in the United States to rise to the level of a statutory bar. See 35 U.S.C. 
§102(b). 

A PBR application could lead one skilled in the art to find a plant to purchase 
outside the United States which bears a name mentioned in the PBR application. That 
scenario is not one which renders the PBR application enabling. It is simply a trail which 
leads to a sale of a plant outside the United States. There is no support in LeGrice or 
elsewhere for the proposition that sale of a named plant outside the United States 
automatically enables the publication of a PBR application listing a plant with the same 
name. 

B. Ex parte Thomson 

Naturally, a different result was foimd in Ex parte Thomson when the claims 

in a utility application for a cotton cultivar were rejected over a prior art reference which 
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identically disclosed the specification of the application for the cotton cultivar. The rejected 
claims were as follows: 

1. A cotton cultivar having the designation 
Siokra (ATTC 40405). 

2. Seeds of the cotton cultivar according to Claim 1. 

The Board of Patent Appeals and Literferences found that several prior art 
references disclosed the exact same cotton cultivar and seeds of that cultivar. Importantly, 
the Board foimd that "for enablement purposes, the descriptive words of the specification 
herein do not differ substantially from the disclosures of the cited publications". Id at 1621 
(emphasis added). Moreover, the specification of the utility application was enabled by the 
availability of the claimed seeds deposited in the American Type Culture Collection (ATTC). 
The cited publications were also enabled by the public availability of the same cotton seeds. 
Id. As such, the public accessibility of the claimed seeds would have enabled the skilled 
artisan to make and use the claimed cotton cultivar and its seeds. Id^ The Board upheld the 
rejection of the claims under 35 U.S.C. §102(b) based on (1) prior art references that 
identically disclosed the claimed cultivar and (2) the opportunity for a skilled cotton grower 
to read the prior art references, purchase the commercially available seeds, and employ 
conventional techniques to obtain the claimed invention, namely, the plants and its seeds. 

The Board distinguished LeGrice for three reasons. 

First, actually following LeGrice . it recognized that each case is decided upon 
its own facts in determining whether the description in a printed publication is "adequate to 
put the public in possession of the invention and bar patenting of a plant" under § 102(b). Id 
at 1620. The Board believed that sufficient advancements in plant eugenics warranted not 
following LeGrice' s rule on non-enablement of publications and expressed no doubt that the 
skilled artisan would be able to grow the claimed cultivar. As detailed in Dr. Craig's 
Declaration, the Board was clearly mistaken. The "someday" of securing a plant invention by 
a description in a printed publication has not yet arrived. Regardless of the Board's 
erroneous comments on genetic technology, it remains axiomatic that each case must be 
decided on its own facts. Id. 
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Moreover, the Thomson Board clearly misunderstood the evidence of 

commercial availability of the rose varieties in LeGrice by stating that: 

[LeGrice's] holding was based on the specific 
"printed publications" before it, and no indication 
was given that the "prior catalogue publication" 
before it evidenced commercial availability in a 
readily enabling form. The court simply stated that 
the prior catalog publication "includes a color 
picture of the rose clear enough to establish identity 
in appearance between the rose illustrated and 
applicants variety". 

Thomson , 24 USPQ2d at 1 62 1 . 

As detailed above, the LeGrice decision is replete with evidence of public use 
and/or sale of the rose varieties outside the United States. The irrelevance of those activities 
was disposed of by the Board. 

Second, the Board found it significant that for enablement purposes the 
descriptive words of the specification did not differ substantially from the disclosures of the 
cited publications. Id^ In other words, all the material elements of the claim were disclosed 
in the primary reference. The specification was enabled by the deposit of the claimed seeds 
and the cited publications were also enabled by the deposit of the same seeds. The court 
noted that LeGrice did not consider the public availability of the rose plant at issue therein, 
and that the LeGrice holding was based on the specific printed publications. Public 
availability of the plant was one factor in the Thomson decision because the claim itself was 
enabled by public availability of the plant. However, a "significant" aspect of the 102(b) 
rejection was that the descriptive words of the prior art references did "not differ 
substantially" from the disclosures of the specification. Id. 

Finally, the Board pointed out that whereas LeGrice was directed to 
patentability of plant patents, the patent at issue in Thomson was a utility patent which is 
afforded a broader scope of protection. Id. at note L Hence, the standard for anticipation by 
a printed publication is to be more broadly applied to the claims in a utility application than 
to a claim in a plant patent application. Id. 
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The Office Action in the present case incorrectly asserts that the same question 
was asked in Thomson and LeGrice of "what is required to enable" a printed publication 
describing a plant. The questions in those two cases must be different because Thomson 
involved a utility patent claim and LeGrice involved a plant patent claim — and those are two 
different forms of statutory subject matter having different standards for enablement and 
infringement. 

It should be understood that the Thomson decision is consistent with Donohue 
and S amour in meeting the requirements for using additional references in a § 102(b) 
rejection. 

First, every material element of the Thomson claim was set forth in the 
primary reference. ("We find it significant for enablement purposes the descriptive words of 
the specification do not differ substantially from the disclosure of the cited publications"). 
Thomson , 24 USPQ2d at 1 62 1 . 

Second, the additional "reference" (the publicly available seeds) was cited 
solely to show that the plant described fully in the primary reference was in the public 
domain. As was true for Samour and Donohue , the Thomson rejection did not combine 
teachings of two references. The added reference only demonstrated that the plant material 
fiilly described in the primary reference was in the public domain. 

IV. Enablement of a PBR publication as a prior art reference is inconsistent 
with past and current examination practices in plant patent applications. 

The standards for compliance with 37 C.F.R. §1.163 and 35 U.S.C. §112, first 

paragraph in plant patent applications have become increasingly strict. Despite the variance 

in the degree of description in a plant permitted by 35 U.S.C. §162, recent experience shows 

that many disclosures of plant patent applications are objected to and the claims therein are 

rejected under 35 U.S.C. §112 first and second paragraphs which require as follows 

(emphasis added): 

The specification shall contain a written description of the 
invention, and of the manner and process of making and using it, 
in such fiiU, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is 



{W02I1803.U 



Page 19 of 26 



Application No. 09/739,023 

Appeal Brief Dated September 6, 2005 

Attorney Docket No. 2384-002133 

most nearly connected, to make and use the same, and shall set 
forth the best mode contemplated by the inventor of carrying out 
his invention. 

The specification shall conclude with one or more claims 
particularly pointing out and distinctly claiming the subject matter 
which the applicant regards as his invention. 

The October 2, 2003 Office Action in the present application included an 
objection to the disclosure under the first paragraph of §112 and a rejection of the claim 
under the first and second paragraphs of §1 12 for asserted lack of "a fiiU, clear, and complete 
botanical description of the plant and the characteristics which define same per se and which 
distinguish the plant firom related known cultivars and antecedents". 

Historically, the United States Patent and Trademark Office has not 
considered the information in a PBR application sufficient under §§112 and 162. More 
recently, even significantly more complete disclosures (such as the original specification filed 
herein) are not considered to be sufficiently complete (not enabling) under the statute. 

To now assert that a PBR application somehow is enabling prior art (alone or 
in combination with sale or use outside the United States) is inconsistent with the 
examination practice of requiring detailed botanical information in plant patent applications. 
The United States Patent and Trademark Office cannot have it both ways of asserting a PBR 
application as enabling prior art and rejecting reasonably detailed plant patent applications for 
lack of enablement. Moreover, this new interpretation of PBR applications as being enabling 
prior art is contrary to decades of plant patent examination policy and practice. 

Future plant patent applicants can comply with the stricter interpretation of 
§162 when submitting their applications, but they should not be faced with a prior art 
rejection based on a non-enabling PBR document. 

VIII 

THE REALITIES OF PLANT BREEDING 

Time delays in breeding new plant varieties exist whether the breeding occurs 
in the United States or elsewhere, hi the case of plants bred outside the United States, 
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additional testing and trialing in the United States must take place to make sure the new 
plants are adaptable to the climatic conditions in this country. This often takes several years 
before the plants are deemed acceptable and actually enter the United States market. Only a 
few varieties tested and trialed in the United States actually enter the United States market, 
and it is not economically feasible to file immediately on every variety to be tested. The new 
patent policy requires that such immediate filing take place thereby placing the foreign plant 
patent breeder at a distinct economic disadvantage. 

A plant bred in Germany can be introduced much more quickly in Germany 
because it was bred and grown there from the outset. Therefore, there is often a sale in 
Europe more than one year before the United States plant patent application is filed. A sale 
outside the United States does not trigger a statutory patent bar and does not diminish the 
need to afford protection to foreign plant breeders seeking to introduce their horticultural 
developments into the United States. 

This concept has been understood since at least the time that the Townsend- 
Pumell Plant Patent Act become law in 1930. The Plant Patent Act of 1930 was enacted "to 
afford agriculture, so far as practicable, the same opportunity to participate in the benefits of 
the patent system as has been given industry". H.R 1 129, 71^^ Congress, 2d Session (1930). 

Today the plant breeder has no adequate financial incentive to 
enter upon his work. A new variety once it has left the hands of 
the breeder may be reproduced in unlimited quantity by all. The 
originator's only hope of financial reimbursement is through high 
prices for the comparatively few reproductions that he may 
dispose of during the first two or three years. After that time, 
depending on the speed with which the plant may be asexually 
reproduced, the breeder loses all control of his discovery. Under 
the bill the originator will have control of his discovery during a 
period of 17 years, the same term as under industrial patents. If 
the new variety is successfial, the breeder or discoverer can expect 
an adequate financial reward. 

Id 

Under the current examination practice, rejection of plant patent applications 
by foreign breeders who have not yet introduced their discoveries into the United States cuts 
off their opportunities of reaping adequate financial reward in the United States, Plant 
varieties which are not ready for introduction into the United States, but were sufficiently 
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developed in Europe to be introduced there, are not given the benefit of the patent system as 
was intended by the Plant Patent Act of 1930. Without that benefit, foreign plant breeders 
"only hope of financial reimbursement is through high prices for the comparatively few 
reproductions that [they] may dispose of during the first two or three years" following 
introduction of varieties into the United States. Id The Plant Patent Act of 1930 was 
adopted so that "plant patents will mean better agricultural products that will give the public 
more actual value for its dollar". Due to the current rejection policy and to the detriment of 
the public, advances in agriculture made outside the United States may not reach this 
country. 

This policy by the United States Patent and Trademark Office represents a 
radical departure from any previous policy in the area of plant patent law. It has been 
estimated that under such a radical policy, 70% of the extant plant patents issued to foreign 
applicants in the United States are invalid. 

Relying on use and sales outside the United States to tum a non-enabling plant 
disclosure into an enabling one was never contemplated by drafters of the Plant Patent Act, is 
not recognized by statute, is contrary to Patent Office policy fi-om at least as early as the 
LeGrice decision (1962) and makes absolutely no sense to anyone skilled in the art. This 
new radical policy needs to be promptly reversed so foreign plant breeders again have 
opportunities in this country to file United States plant patent applications. 

IX 

CONCLUSION 

In the absence of disclosure of every material element of the claimed subject 
matter, the PBR docimients fail to meet the anticipation requirements of 35 U.S.C. §102(b). 
The sale of the claimed variety outside the United States more than one year prior to the 
filing date of the United States patent application can be relied upon only to show that the 
claimed subject matter was in the possession of the public and not to supplement the 
impossibility of a PBR application to disclose every material element of the claimed 
invention. 



{W02 11803.1} 



Page 22 of 26 



Application No. 09/739,023 

Appeal Brief Dated September 6, 2005 

Attorney Docket No. 2384-002133 

The plant patent examining group has created a new position on prior art to 
plant patent applications that is coimter to decades of examination. This policy, if not 
withdrawn, will have the effect of essentially blocking United States plant patents on plant 
varieties discovered in foreign countries. It represents the ultimate disservice to the foreign 
breeder. 

This new position has no basis in fact or in law and is based in part on a false 
premise, namely, that LeGrice did not deal with sale in a foreign country. According to 
statute, the sale puts the variety in a certain public domain, but not the public domain which 
constitutes a statutory bar - it is not "in this country" as required by 35 U.S.C. §102(b). 
Moreover, the "someday" of plant genetics from LeGrice has not arrived, A printed 
publication cannot bar patenting of a plant because a plant variety cannot be created from a 
description of the plant. 

The only § 102(b) bar to plant patent applications is the sale, offer for sale, or 
public use of the plant itself within the United States. Likewise, the invention of a plant 
patent is the plant itself A plant patent can have but one claim — to the plant itself. Plant 
patent infringement requires proof that the infringing plant is an asexually reproduced 
progeny of the parent plant — it requires access to the plant itself. Imazio Nursery, Inc. v. 
Dania Greenhouses , 69 F.3d 1560, 36 USPQ2d 1673 (Fed. Cir. 1995). 

It follows that the plant itself must be present in the United States to bar 
novelty under § 102(b). The asserted enablement of a printed publication by "non-prior art" 
(sale outside the United States) is an attempt to thwart the statutory requirement that the plant 
itself be present in the United States to bar a plant patent in light of today's understanding of 
plant genetics. The anticipation rejection should be withdrawn. 
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APPENDDC A 
CLAIMS APPENDIX 

I Claim : 

1 . A new and distinct variety of geranium plant substantially as described 
and illustrated herein. 
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APPENDDC B 
RELATED PROCEEDINGS APPENDDC 



Please find enclosed a copy of each decision rendered by the Board or the 
Court of Appeals for the Federal Circuit (CAFC) identified pursuant to 37 C.F.R. 
§41.37(c)(l)(ii). 
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ATTACHMENT A 

DECLARATION 
I, Richard Craig, PhJD., declare as follows: 

I have Bachelor of Science and Master of Science Degrees in Horticulture and a PhJD. 
Degree in Genetics from the Pennsylvania State University. 

I have been a member of the faculty, currently as a Professor of Plant Breeding and The J. 
Franklin Styer Professor of Horticultural Botany, at The Pennsylvania State University for 39 
years. 

I am the inventor or co-inventor on two Utility Patents and 24 Plant Patents on Pelargonium. 
A complete list of my publications and patents is attached hereto. 

The following definitions are provided for reference herein: 

A diploid is an orgamsm with one pair (two copies) of cytologicaJly identical chromosomes 
that can pair during prophase of meiosis. Diploids of most organisms exhibit Mendelian 
(disomic) inheritance. Inbred lines are easy to produce and. seed production of inbred 
cultivars and Fl hybrids are generally possible assuming no baniCT to self- or cross- 
fertilizatioiL 

Haploid refers to the gametic chromosome number of a diploid orgam'sm. A haploid 
contains one-half of the number of chromosomes of the parent In a diploid organism the 
haploid chromosome set is termed a genome; thus all of the genetic information that is 
representative of the organism is contained in a single genome. 

A polyploid is an organism with more than one pair of each chromosome i.e., three, four, 
five, six or more of each chromosome is present; these chromosomes may of may not be 
cytologically identical. A polyploid may also be a plant of any of the above corofigurations 
that lacks or has extra individual chromosomes. 

An autotetraploid is an orgamsm with sets of four cytologicaUy identical chromosomes that 
can pair during prophase of meiosis. 

The flower is the site of all reproductive events in higher plants. Stamens include anthers 
that are the site of pollen formation. The pistil (stigma, style and ovary) is the site of 
maternal gamete formation. Pollination is the transfer of pollen from an anther to a stigma; 
fertilization is the process of gametic um'on. 

A sexually reproduced plant is one that is produced from seed derived from the process of 
double fertilization in which a maternal egg cell (haploid) is fertilized by a paternal sperm 
cell (haploid) forming the diploid zygote. In a second fertilization, two firsed haploid 
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maternal (polar) cells are fertilized by a haploid sperm cell forming the triploid endospenn, 
which ultimately serves as a nutritional resom-ce for embryo development and/or subsequent 
germination events. 

The maternal gamete is produced in the ovule of the pistil of the flower and more specifically 
in the embryo sac that is connected to the maternal tissue at a site called the placenta. .The 
products of the ovule are derived from the maternal (also known as seed, pistillate, female) 
parent The most internal tissue of the embryo sac contains the megaspore mother cell. The 
megaspore mother cell undergoes meiosis to form four haploid megaspores; three of these 
megaspores disintegrate and the remaining megaspore undergoes endomitotic divisions to 
form an eight-nucleate (other variations are possible) embryo sac. These nuclei/cells assume 
specific positions in the embryo sac and three of the nuclei, including the egg cell and two 
polar ceis, are defined by their position. : 

Pollen is produced in the anthers of the stamens of the flower. Pollen utilized in double 
fertilization can be derived from either the same parent that contributes the egg (self- 
fertilization), or from a genetically distinct, unrelated plant (cross-fertilization). The sperm 
cells are produced from pollen (microspore) mother cells via meiosis to form four 
microspores, a successive endomitosis to form the vegetative and generative cells, followed 
by an amitosis to form the two sperm cells. 

The zygote undergoes successive mitotic cell divisions to form an embryo. The embryo and 
endosperm are contained within the embryo sac. The. embryo sac is enclosed within one or 
two integuments; these ultimately become the seed coat (testa). The entire structure is called 
the ovule; thus a seed is a mature (ripened) ovule 

Inbred lines are normally produced through self-fertilization either of naturally self- 
fertilized species or through controlled self-fertilization of normally cross-fertilized species. 
During the process of inbred line development, progeny may be selected for desirable traits 
of commercial and/or scientific interest The final seed-produced progeny are uniform for 
these traits. 

Self-fertilization leads to genetic homozygosity (uniformity of alleles at a gene). With each 
generation of self-fertilization, heterozygosity of plants and genes (each and all genes) is 
decreased by 50%; conversely homozygosity is increased proportionally. After a certain . 
number (5-7) of generations of self-fertilization, homozygosity of lod and plants approaches 
100 % and progeny are phenotypically uniform for most traits. 

Breeding progress (with the exception of homozygosity) may be impeded or affected by such 
phenomena as selection, epistasis (interaction of at least two genes affecting a single trait), 
linkage (genes segregating together), cytoplasmic inheritance (maternal or paternal 
influences are not caused by nuclear genes but by genetic elements in chloroplasts or 
mitochondria), and environmental influences. 

Inbred lines may be used as parents of Fl hybrid cidtivars. Inbred lines may also be used for 
inheritance as well as gene mapping studies. 
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It is ciucia] to recognize that not aU species can be self-fertilized (or continually self- 
fertilized) that is, in many species inbred lines are not possible either commercially or 
scientifically Reasons for lack of ability to self-fertflize may be dioecy (maternal and 
paternal gametes produced on separate plants), inbreeding depression (the loss of vigor or 
fertility due to self-fertilization), self-incompatibility, (viable pollen which is mcapable of 
fertilizing a plant with similar "incompatibility" alleles), or various gametic and/or zygotic 
sterilities. In these cases only cross-fertilizations are usually possible. 

An Fl hybrid is the sexually reproduced progeny developed from the cross-fertilization of 
two inbred parents (true breeding and geneticaUy homozygous for traits of commercial 
and/or scientific interest). The parents usuaUy have different genetic (allehc) constitutions 
and the Fl hybrids are heterozygous for all genes that are polymorphic between the two 
parents In contrast to the genetic heterozygosity of Fl plants, tiie progeny tiiereof are 

homogeneous in appearance because they share the same genetic constitution. Conversely Fl 
hybrids will not produce uniform progeny upon self- or cross-fertilizatioa All genes that are 
heterozygous in the Fl hybrids (polymorphic between the original parents) segregate m the 
succeeding generations. Once an Fl hybrid is created, it may also be asexually propagated 
and cloned. 

The term hybrid can be applied to any sexually reproduced progeny resulting from the cross- 
fertilization of two or more parents regardless of the origin or genetic constitution of tiiose 
parents The parents may be of different genera (intergeneric hybrids), different speaes 
(interspecific hybrids), different botanical varieties (intervarietal hybrids), different cultvais, 
different breeding lines, etc. Hybrids result from double fertilization with &e sperm ceUs 
(pollen) contributed by one parent and the egg cefls contributed by a second parent Wrth the 
Sception of Fl hybrids and inbred lines, cross-fertilization and indeed self-fertilization of 
most plants produces heterozygous and heterogeneous progeny. In most instances ev«y 
progeny wiH be different from every other both genotypicaUy (genetic constitution) and 
phenotypically (traits). 

This non-uniformity is normal in species tiiat are diploid. Thus when one makes a cro^ 
feTtiliratinn of hp *^" ^r""^ Pare n f; one cannot r^ict the specific cnmbination of traits m 
the nrogenv " W^*^ a large number of genes ha ve different allelic combmations m the - 
pamTit. the t^ossib l^ fT^iotvDic co m hmarions in the bvbrid progeny approach mfinity. 

Such genotypic diversity among hybrids is magnified when species are polyploid - having 
more than two identical genomes. Thus, each gene is present in more t^ two copies 
leading to an exponential number of phenotypes in the progeny. Many fruit and ornamratal 
plants are polyploid in origin and indeed are polyploid in cultivation. TTuspolypIoicfy often 
is accompiiied by positive phenotypic characteristics such as larger frmt. miproved keepmg 
quality etc When these species are cross or self-fertilized, they produce highly 
heternrvpous and h^^a^neous pr openv Hie Possible combination of genes is infimte. 

Vnr rhP.e reasons. Y -^^ yp\nidv and genetic heterozygosfty many cultivars can only be 
prnnagated frepHrated cloned^ through asexual processes for commercial production. 
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J nl,i,t is iirodaced torn cells, tissues, or organs of a mother plmt 
Ar, asejuaUy «P'-»''°''if'^' propagation may occur through cuttings mth ■ 

adventitious roots, physicat <"™°'"' . . ' , Le^itious emhiyony is the production of 
u^ers, adventitious embryony^da^-^Ad^ 

embryos ftom so-"*": • ^^^^iS^^oiction of seed from solely maternal tissues 
Apomixis (P^™°8=°'^'^^„!Ti!Ti^^ or an infinite number of progeny are 
via specialized P'-^^^'to a sMe mS pU this is defined as cloning and 4e 

^ tiS^ exception of somatic mutations all clones share fte 
Srg^iScrnS'andareexactlyideuticaltothemotherpUmt 




Withoutaccesstothea^^-^^P^-^^^^^^ 

^ed -me number "f «"»^S^°if,^^JSe^ of the d^ed cultrvar are ■ 
of diverse parents ^to^f .f^^J^gTeSar are known), hybridization thereof 

S.vef*e"rS^i^-— 
attempt to recreate a particular cultivar is futJc. 

Ideclarefiirtherthatanstat^ents^h-in^jr^^^^ 

^^Bments made on information and ^^f^^^^f^^^ and the like so made 
statements were made ™*'^.'=°°'*''ff°?r^/^SoTi001 of Tide 18 of the United 

appUcation or any patent issuing thereon. 




ID. , 
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Board LeGrice Decision 



22 jjs'siAcxmD'S a? otwasd Bxraxoir Lzasics • 

28 Deddou cicf Board of Appeals, Tehnwrj 12, 1960 

The abore identified applications inroMng the identical 
leg^al question are beiii» coaaidered simnltaneonaly oa • 
appeaL Bach ia in appEcation for a plant patent iaring' | 
the cnatomary single formal claim which in each caae is ? 
directed to an aaaertedly nev variety of rose plant I 
In each case descriptions of lie plant have appeared in 
^ printed pnhEcations more than one year prior to the filrog 
of the appEcations, These have appeared, for one case, 
in The National Eose Society Annual of England 

29 • for 1319 and for the other case in The National Eobo 
• Society A ?""^^ of Ungland for 1954 (the applications 

were filed in 1958)/ Photocopies of pajes of these Annuals 
are of record. In each case there are also cataIo§nes pub- 
lished more than one year prior to tiie dates of the respec-. 
trve applications. The catalogues have not been made 
availahleTrat are attmitted, pages 24 and 23 of the respecfiva 
briafst to "add to .the information in the Base ATiTTual a ^ 

■ reproduction in color of a color photograph of. the-variety." 
Jn a paper filed November 19, 1959 in Appeal No. ^9-46 
requesting consolidatiou of the two appeals, appellant con^- 
ceded that ''the publications are thoroughly adequate in 
each instance to idiutzfy the plant as the plant in the par- 

- Ocular application." A similar statement appears on page 
3 in each of the reply briefs. 

It may be noted that the various publications were ac- 
faowledged by appellant in the oaths accompanying the 
• appEcations. 

The publications indicate that the particular plants were 
on sale, and presumably also in public use, more than one 
year prior to the respec^ve filing dates of the applications 
since appellant is indicated as *' raiser and distributor," 
However this question ia not in issue since the public use . ■ ! 
or sale must be in the United States in ordar to bar a patent 
and these events, as far as anything suggested by the record 
is concerned, took place in England. Tie single broad issue ^ 
of the competency of a prior printed publication to bar a 
plant patent Is presented. 
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Tie examiner has rejected the.cbim in each case 
30 on the grotmd feat the printed publicatioiu liaTing 
eifectire dates more than one Tear prior to the filing 
datea of the instant appiicatioiis constitute statutory bars 
to the gprant of patenta on the described rarietles of rose 
plants. The applicable portion of 35 IT, 3. C. 102Cb) reads : 

»* A person shall be entitled to a patent unless — • 

• * * . 

(b) the invention was . . , described in a printed 
- publication in this or a foreign countr/ , , , more 
than one year prior to the date of the application for 
patent in the United States, . , . '/ 

The examiner held the abore provision applicable to plant 
.patents in view of Chapter 15 — Plant Patants of the U. S, 
Code Title 35 — Patents, -vhich in section 161 states; 

i 

"The prorisions of this title relatrng- to patents for 
inTendons shaD apply to -patents for plants^ except 
■ OS otherwise provided." 

Appdlant (bottom of pa^ 13 of brief) reco2;ni3C3 tkat 
the plant patent act was engrslfted onto the eristing pat- 
ent law^" and their pxovisiona, except for * 'greater Kb- 
eralitj in the completeneas of Hie disclosnre," made ap- 
plicable to plants. He states; ; 

•"There was no intent to rrhange the meaning of the 
votdin^ snch as now indnded in' the qnoted paragraph 
102 (b), aa theretofore applied to patents on arfides, 
machines, methods^ and the' like. There is no evidence 
that it Tras intended that Biasc words ware to be in- 
. tcrpreted differently in coniiecfion with plants," 

It is evident from the preceding that appellant does not 
challenge the pomt so vigoronsly stressed hj the exaininer, 
namely .th« applicability of 35 U, S, C. 102(b3 to plant 
patents The premise of this- appeal is simply that 
a pnblication describing a plant cannot, , no matter how 
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31 citm^jleta, eaaUe anyoM to praciica thft iirvrentiGn 
(produce the plaat) ; consequratly roch pnJj&afioa 
' can narrer bax-a plant patent under 33 IT. S, lQ3(i) 
Thi3 xefftilt is Mid to follow frora a coimd^fioix of thj 
standard applied bx patents for iarentioaa^ namely that in 
OTdar to defaut such patents tiia printed pTdjJkation ad- 
Tanced aa.a 'W mnat be snffidcnt to enafek am jtKT?»^ 
• the particolar art conceraed to practica fl« inyanKon, 
to produce tiift fcial naeful xeanit; Wtscotoia Alamni Be- 
Hearch Foundation t;, Georj^ A.Braoai Co^ ^ UaPQ 2^ 
85 F. (2d) 156, CCA 8 (1936) ; Bewer & Ahny C&emical 
Co. iEmer Co^ Inc^ 52 USPQ 13S, 124 P. (3d) 956, CCa 
2 (1942) ; or inowledffe of tie article dMcxibing wonld taadi 
a ^Iful medianic aonre procew of nialdn]j it; Cohn 
Coraat Co^ 93 tT, S- 36fi,.23 K Ed. 907 (1376) ; In rt SAagf- 
fer, 2 App, D. C. 1, 6 (1S93). Sace natier of fi^e re- 
^mrcments is met by a published description of a pted ^ 
is contended ^nch pubScafeju must by «p®lea&ia of ifee 
same ^tajidaxd be bdd insuSctait to bar Qia <tf ^ 

patent on the pbitt 

39te .QTOiiiter, irliile aw^t aeriojtsly eballei^ing^ tb« iap* 
p^ani'3 premise fliat a jdant dcscxipaxa ^annoi en^tWa 
anyone to prodn/je the pflant (nor do ire aee any reason far 
qaesfiiininj tbis prannse), states that tbe fctngimje of &e 
atati^e nmst be taiea in iia eacact and nneqtdTocal meaning 
olberwtsa tl^ anomaly aiisea that plant ptdiEcatioas mnst 
b« totally ignored aa printed pubEcatitma-. In fact, it wonld 
bave the effect of TvboUy eliminating that particular provi- 
aion from 35 TJ. S. C lD2(b) in ^e caae of plaiit patents. 
The examiner f urthax mamtTTTTfl that a prior description of 
an ciiatiny plant adequate to identify the 3dsiit 
32 claimed Trooid . negative patentable norelty as not 
**a distinct and new rariety" (35 U. S. C Ifil). 
As indicated by Ha reply brief the moat that appellant 
would concede with reapect to the effect of such publica- 
fcioji is that it mijit constitute secondary evidence of flie 
prior esiyiMc^ of the actual plant and salt thereof so as to 
consiituie s statutory bar. He further augg^ts that this 
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^xmdsrf evidence coiild almost be accepted with Kttlc 
•or Jxo corroboration because tiic chaacea of aay fraud 
tie public are extremely ramoU, As baa beeu stated 
the nae or sale of tie plaala in a f oreisn comit ry wonld be 
. irrelcraJit. 

j^pellant coutenda it is absurd to bold tbat in one case 
(mcdunicai) a disdcanre must be an enabling diadosare 
vlile tn another (plant) it need not be, Tba eaaimincr 's 
"strict literal interpretation" above h (pajt 13 of brief] 
^egcd to defeat the intent of tbc plant patent law wMcb 
'ia to re ward, practical rcsnltsMui- perpebiaie tba, thing 
patantcd after eiplration of the patent. Since no one 
could produce the plant from a written description it is 
alleg-cd that this resTilt can be oaanred only by gprant of a 
patent which in torn wonld encourage the inTcnitor to 
tdstribate the plant widely and thereby tniniTniza the 
poaaiMlity of its loss or destracfion. Wi th respect to flte 
xeroari: canceming absurdity, it is no more absurd to use 
a disclosure which is nai cnabSIng m a bs^ than it is to. 
jxant a pjjtient on such a disdosure ; flia iEsdosxtre in the 
specificattiflns of ti^ese oppHcaliona are admittedly just 
' ^ nnenabBTTg as the ^sdosures of the publicatians as pa^s 
S of the brief states that; 

33 "The tearhrng in plant patent cases • , - ctonot 
enable ^yone, even the m^st aldlliul of plant 
breeders, to produce tie particular plant," 

Upon eonideration of the issue here presented ve 
have come to the conclusion that the examiner must be sus- 
tained. Coucemin,^ the allej^ need for an enabling dia- 
dwire to constitute an anticipation, wc dirwi attention 
to the fact that in the case of .diim^ to an article (or com- 
pound), which a claim for a plant is admitted 8 of 
brief] to be most nearly Uka, disdosure of an operafeiTe 
niethod of maldn j such article is not essential to constitute 
en anticipation. On this point we thini app«lLflut baa tos- 
interpreied tha case law, Cohn if. V. S. Corset Co^ jupnr, 
relied upon bv appellant did not reqxure In the ri?f ercnce a 
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teadimg of how- la make tlia article. The Cotirt of Ap- 
pe^ of t3ie Diatrict ot ColmnHa in tic later dedsioa ra 
Dedcer, 1311 a 274, 1^ 0. 999, 35 App. D. a IDl, 
quoted Coin v. U, S. Corset Co. as aatiiority for fee prop, 
ositiijji that tbe uioperativeneBa of flia rdtereace prmadtura. 
vas iimnaterial to a a)Baidera4iQii of &0 palsitaHEiy of 
the article. A omrplefce descriptian of itlte. trticie in file 
reference was ield to be all fiiat ^ rcqmrea to aefeat 
Ap^yyn.^ to sucli article, Thh rnlioff waa followed in In Vs 
Harden & Eenbdiler, 18 CCPA 1119, 1931 C. D. 234, m 
0- &. 561, 43 P, (2d) 423, 8 TTSPQ 515, in an applicatiot: 
involving daiina f or a dncblile thorima wira- 

Tliat this prindple remains controffins la^f vill he evi- 
dent from the moxo recent deciaions- See for example In 
rc AtWd, 45 CCPA S24, 195S.C D. 204, 730 0. G. 790, 
233 P. {2d} 234» 117 VSPQ 184 inyolTinff daima to 17- 
ishaped metallic chamnel membar aa a concrete inaert. 
34 OSxe Conrt of Cttsttsna & F«tenl Appeals liiere 
. stated: 

** . . . it ia T^«n settled thai "where lie" artade dadmcd 
is diacloaed in a priinr pitent, the dnim may he re- 
jectrf en that patent 3i0tq ifhT fB,li <^g the fact that Qie 
process h/ which the patentee daipied the prcdnct 
conld he produced is inoperaliTe. Iji re itfardw and 
Roil^Ur, IS a C P. A. (Pa tante) 1119, 4S F. 2d 42S, 
8 IT. S. Pat Q, 515; In re Fa« 5rtjmer ^ at, 29 C C 
?, A (Pateate) 1018, 1024, 127 P. 2d 149, 33 XJSPQ 
345, Olearlr, appeflant can stand ia no hetter position 
vhera the patentee disdoaea no proems for making^ th« 
article claimed or vhere appellant can not discern 
from the patent disdoanre how to conatmct the artide 
as di'adosed." 

In U re Crodey rt aU 34 GCPA 882, 1947 C D, 215» SCO 
0. G. 172, 159 F, (2d) 735, 72 TJSPQ 499, the same court 
stated; 

* ^'FnrtheTmore, this conrt is committed to the doc- 
trine that where a prodnct is dearly disdosed in a 
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p^^cation, tiie aperativeiieas of any at the procesaea 
■by iriSch it ia claimed tlie prodiict cotild he proiTuctd 
is iffurmtarkl, and that the dlsdos^uxe of the compoai- 
tion h ?^aflkieat to anticipate a claim therefor." 

flw IT, Cotirt of Appeals, Ifistrid Columbia (Srcatt 
still faQtrsifs the same rule. See for «xainpla Merck & do., 
Ijic. V- MarzaH 1952 C. D. 33, 661 0. G. 576, 337 F. (2d) 
306, 93 trSPQ 353, wherein this aomrt skated : 

*^We are dealiaj solely with an application for a 
piLtcnt or\ the compound itself. Such an appBcation 
mast b« denied if there has heen any pnox (Mosnre 
of tlie componnd, even though no practidi njeans.for 
ib i5ola£on or mannfactnTe was prcTKonaly known. 
E. S. 4SS8, 33 IT. S- C. ^ 31 ; Easivtam Kodal^ Co. v. C^c, 
T3 XT. a App. D, C. 403, 135 F. (2d) 336.'^ 

Sinc« appellant has admitted iiat the raijEerence puh- 
licaiions in fbeae isases aideqtiaidy iisu^Sij the ets^med 
plants it faHawns irom these hi^dlngs tiaU the appealed 
daims ^eare properly rej^fced regar dless at the qtj^fem 
of s^E2d;enc7 of 4he reference iEsidasi^res as to' how 
35 to produce the plants* The decisio-"n3 decaonstrate 
thtt there is no inconsisiaMy in this icLstaace be- 
tween what properly ctmsStates a pg M it rftti on under 33 
XT. S. C- 102(b) in mechanical .cases (patents for/inven- 
tions) -and th* examiner's application of the references 
to &e daims in the instant plazrt patent ca^es. 

The dedsion of the examiner is affirmed . 

affihmed' 

H p. McCANSr ) 
Hxaminer-in-Cidef ) 
) 

P, J, PEDiaiICO ) BOAED 
ibaminer-in- Chief ) OF 

•) APPEAI^ 
N.AASP ) 
Examiaer-in-Chief ) 
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pinion in support of the decision being entered today was not written 
for publication and is not binding precedent of the Board. 
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DECISION ON APPEAL 

This is a decision in an appeal under 35 U.S.C. § 1 34 from the examiner's final 
rejection of the claim pending in this plant patent application. We affirm. 

BACKGROUND 

The present invention relates to a geranium named Pendec. Pendec is a 
spontaneous mutation of Tendresd" and is asexually reproduced. Specification, page 



non.y .J ^T"^ with Appeal No. 2003-0703, plant patent Application No. 

?FP J'l f«f ^ ?^^K °- 20°3-0704, plant patent Application No. 09/286.130. See Petition Under 37 

fyVlJ ' f'u^"^ ^' 2"^^ '^^^"^st Special Handling (Part of Paper No 

1 7). The three appeals have been decided concurrently - ^ 

COPY 
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1. There came a time when the owner of Pendec sought legal protection for Pendec in 
countries other than the United States. For example, appellant filed an application for a 
Community Plant Variety Rights (CPVR) Certificate/Plant Breeder's Rights (PBR) with 
the Community Plant Variety Office (CPVO) in Europe for Pendec on September 3, 
.1997 that was assigned reference number 97/0950. Application EU 97/0950 published 
on December 15, 1997 in the CPVO Official Gazette. Appellant admits that Pendec 
was sold in Germany in July of 1 998. Reply Brief, page 1 . 

• This plant patent application was filed on September 18, 2000, more than one 
year after the publication date, December 15, 1997, of EU 97/0950. The examiner has 
rejected the claim of this plant patent application under 35 U.S.C. § 102(b), concluding 
that EU 97/0950 is a printed publication within the meaning of this section of the statute. 
The examiner understood that the bare description of a claimed invention appearing in 
a printed publication published more than one year prior to the effective filing date of a. 
patent claim is not a bar to the patenting of that claim if the printed publication is non- 
enabled, i.e., the disclosure of the publication "must be such that a skilled artisan can 
take its teachings in combination with his own knowledge of the particular art and be in 
possession of the invention." In re LeGrice . 301 F.2d 929, 936, 133 USPQ 365, 372 
(CCPA 1962). Examiner's Answer, Paper No. 13, page 3. The examiner concluded 
that EU 97/0950 is enabled or places the skilled artisan in possession of the invention 
since appellant has conceded that the claimed plant, Pendec, has been on sale or 
commercially available in countries other than the United States beginning in July of 
1998. 
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Appellant's position is summarized at page 4 of the Appeal Brief (Paper No. 12) 
as follows: 

The anticipation rejection in the present application has been 
characterized as based on the cited PBR application. According to the 
Examiner, the cited PBR application teaches every material element of the claim, 
despite its severe lack (or absence) of botanical information. The sale of a plant 
named Pendec outside the United States is used to show that the claimed 
subject matter was in the public domain more than one year prior to the 
application filing date. 

The rejection is flawed in its reliance on a PBR application which does not 
disclose every material element of the claim and its attempt to circumvent 35 
U.S.C. § 102(b) to reject a claim on an invention that may have been sold 
• outside the United States. 

Appeal Brief, (Paper No. 12), page 4. 

DISCUSSION ^ 

In relevant part, 35 U.S.C. § 102(b) reads:^ 

A person shall be entitled to a patent unless — ... (b) the invention was ... 
described in a printed publication ... more than one year prior to the date of the 
application for patent in the United States, .... 

However, not every "description" of something in a printed publication will necessarily 

bar the grant of a patent containing claims to that something. As stated in In re 

LeGrice . 301 F.2d at 931, 133 USPQ at 367, "[t]he underlying concept on which the 



^ The briefing in this appeal includes the Appeal Brief (Paper No. 12), a first Examiner's Answer 
(Paper No. 13) and the Reply Brief (Paper No. 14). At thai point in tinne, the examiner re-opened 
prosecution and issued a new final rejection (Paper No. 16). Appellant requested that the appeal be 
reinstated and filed a Supplemental Appeal Brief (Paper No. 17). A second Examiner's Answer was 
entered (Paper No. 18). Appellant declined to file a second Reply Brief. See Paper No. 19. 

^ This provision of § 102(b) is separate from the "on sale" and "public use" clause of this section 
of the statute. While the examiner refers to public availability of Pendec in countries other than the United 
Stales in terms of "on sale," we will use terms such as "publicly available" to describe this aspect of the 
evidence relied upon by the examiner to make clear that the rejection is not based on the "on sale" or 
"public use" provisions of § 102(b). 
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courts permitted such a bar is that the description of the invention in the printed 
publication was sufficient to give possession of the invention to the public." 

Thus, the issue to be resolved is whether the "description" of the claimed 
geranium Pendec in EU 97/0950 is sufficient to "give possession of the invention to the 
public." Appellant and the eaaminer agree that no amount of written description of the 
claimed geranium Pendec would allow one to recreate the plant. This is seen in that 
Pendec is biological material created by a spontaneous mutation. Given the vagaries of 
nature and genetics, all agree that it is improbable if not impossible to recreate Pendec 
frorri the parent plant. 

Here, however, the examiner does not rely upon the written words of EU 97/0950 
as evidence that the printed publication placed Pendec in the possession of the public. 
In addition, the examiner relies upon the fact that the claimed geranium Pendec was 
also available to the public more than one year prior of the filing date of this plant patent 
application. In determining whether the description of Pendec in EU 97/0950 gave 
possession of the claimed plant to the public, the examiner concluded that being able to 
physically possess Pendec due to its public availability met the LeGrice test. 

We agree with the examiner that EU 97/0950 is a statutory bar since it gave 
possession of Pendec to the public more than one year prior to the filing date of this 
plant patent application by way of (1 ) public announcement of the existence of Pendec 
by its publication and (2) the admitted public availability of the claimed plant. Simply 
put, it is difficult to imagine how much more the public can be put in "possession" of a 
claimed plant than be told of its existence by way of a printed publication and then be 
able to physically possess the plant by holding it in one's own hand since it is publicly 
available. Our reading of LeGrice and the other cases appellant relies upon does not 
lead us to appellant's conclusion, i.e., a description in a printed publication can only put 
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a claimed invention in possession of the public if the public can recreate the claimed 
invention from scratch. Rather, physical possession of the claimed plant is sufficient. 

Appellant questions the examiner's use of multiple events to establish a statutory 
bar under the § 102(b), i.e., a printed publication describing a "thing" and public 
availability of the "thing" described in the publication. Specifically, appellant argues: 

There is some flexibility in the mie that only one reference may be used in 
an anticipation rejection. An additional reference may be used to prove that the 

n? ^i^^'^^^s subject matter which is in the public's possession 
MPEP § 2131 .01 . Pursuant to this exception, a secondary reference mav be 
included in an anticipation rejection only when the primary reference in and of 
. Itself IS an enabling disclosure. An additional reference may be used to shov^ 
what the pnnriary reference contains- and not to supplement what the primary 
™!I'^®J^^'^^- of In re Samour .[571 F.2d 559. 197 USPQ rcCPA 

1978)] and In re Donohue.[766 F.2d 531, 226 USPQ 619 (Fed. Cir 1985)1 feach 
relating to patent applications on chemical inventions), an additional reference 
was relied upon to show that the subject matter of a primary reference was 
available to the public Neither case stands for the proposition that an additional 
reference may be used to supplement a non-enabling disclosure of a primary 

Appeal Brief, (Paper No. 12), page 5. 

Appellant's argument appears to be circular. Appellant first states that it is 
proper to rely upon an additional reference in making an anticipation rejection to 
establish that the subject matter described by the so-called primary reference is in the 
possession of the public. This is what the examiner has done in this case. However, 
appellant goes on to argue that a so-called secondary reference may be included in an 
anticipation rejection "only when the primary reference in and of itself is an enabling 
disclosure." This latter statement is not understood since by definition the secondary 
reference is needed because the primary reference is not considered to be an enabling 
reference. If the primary reference was an enabled reference, one would not have to 
resort to so-called secondary references to establish that the "thing" described by the 
primary reference is enabled. 
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In our view Samour and Donohue are relevant in considering the present issue in 
that they provide legal support for the proposition that additional evidence may be relied 
upon to establish that a so-called primary reference is in fact enabled. Hov^ever. we do 
not read Samour or Donohue as holding that the additional evidence to be used in 
establishing that the primary reference is enabled is limited to printed publications as 
opposed to actual objects that are publicly available. 

Appellant argues that an anticipatory reference must describe "every material 
element of the claim." See, e.g.. Appeal Brief, page 6. We agree. Appellant 
characterizes the primary reference in Samour as teaching every material element of 
the claimed compound by depicting the structural formula of the claimed compound. 
Appeal Brief, page 6. Appellant apparently views description of a chemical compound 
by its stnjctural formula in a printed publication to be different from the description of a 
plant by name in a printed publication. We do not. A chemical compound is a physical 
substance just as a plant. In order to identify a chemical compound, workers in the field 
use words, e.g., ethanol, or structural formulas, e.g., CH3CH2OH. EU 97/0950 
describes a plant using words, the name Pendec, as well as a brief taxonomic 
description, similar to a structural formula. A printed publication which simply describes 
"ethanol" or "CH3CH2OH" does not necessarily describe how to obtain the compound 
which meets that description, just as a printed publication which describes the geranium 
Pendec, either by name or the most detailed taxonomic description, may not describe 
how to obtain that plant. Rather, workers in the respective fields must rely upon publicly 
available knowledge and their ordinary skill in order to obtain the chemical or the plant. 
Chemical compounds can be synthesized. That endeavor may be simple or complex. 
In Donohue and Samour, the USPTO provided sufficient evidence to conclude that a 
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worker in the relevant field would be able to obtain the compounds in dispute by way o 
synthesis using publicly available knowledge and routine skill. 

While it is agreed that it is improbable if not impossible to recreate Pendec from 
the parent plant, the public is put in possession of Pendec just as assuredly as the 
chemical compounds in Donohue and Samour . if not more so by its public availability. 
This is seen in that the evidence relied upon by the USPTO in Donohue and Samour 
only provided instructions to one of ordinary skill in the art as to how to obtain the 
claimed compounds. One need not be concerned about "making" Pendec since 
appellant admits that it was publicly available in the relevant time frame. Again, 
physical possession of a claimed "thing" resolves any question that one can actually 
recreate the "thing" by way of instructions and knowledge contained in printed 
publications such as those relied upon in Donohue and Samour . 

We note that the evidence relied upon by the examiners in Samour and 
Donohue established a constructive "possession" of the claimed compounds, not an 
actual "possession." If enablement of a reference can be established by evidence 
establishing that one could constructively be placed in possession of the claimed 
subject matter, it stands to reason that actua] possession should also provide 
enablement. One should not have to reinvent the wheel if the wheel is publicly 
available. 

Appellant argues that a plant cannot be reproduced from a description of the 
plant in a printed publication, relying upon the declaration filed under 37 CFR § 1.132 
by Dr. Richard Craig. Appeal Brief, pages 9-11. That is not in issue as we agree that it 
is improbable if not impossible to recreate a plant from a written description of the plant. 

Appellant also argues: 
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The LeGrice opinion does not directly address enablennent of the printed 
publications on the claimed rose plant based on any other source such as public 
availability of the plant. ' 

However, implicit in LeGrice is that a publication describing a plant and a 
source to obtain that plant is not prior art to a plant patent application on that 
plant. The publications at issue in LeGrice included a national British publication 
on roses vi'hich disclosed the source of the rose plant at issue including the 
breeder's name and location and a catalog shov/ing the rose plant Although not 
specifically stated in LeGrice. the catalog indicated commercial availability of the 
rose plant. One skilled in the art, a plant breeder, could have determined the 
name and source of the rose plant and tracked dov/n the rose plant Despite 
availability of the rose plant (evidenced by the catalog), the court held the tv^o 
publications to be incapable of placing the rose plant in the public domain As 
should be true in this present application, the public use or sale of the rose plant 
outside the United States (such as via the catalog) were not of concern to the 
court in its analysis of statutory bars under 35 U.S.C. § 102(b) 



Appeal Brief, page 11, (footnote omitted). This argument misapprehends the nature of 
appellate review. The record forwarded to an appellate tribunal contains numerous 
facts. However, not all facts contained in the record are relevant in deciding the issue 
framed and presented by the parties below. The question put squarely to the Board 
and the CCPA in LeGrice was whether a printed publication under § 102(b) must be 
enabling in the first instance, not how a printed publication can be considered enabled. 
The Board decided that a § 102(b) printed publication need not be enabled in the first 
instance. The CCPA reversed that decision, holding that a § 102(b) printed publication 
must be enabling. The question of how or in what manner a § 102(b) printed 
publication can be enabling was not presented to or decided by either tribunal. The 
examiner and Board could have presented a two tiered issue for review. First, whether 
a § 102(b) publication needs to be enabling in the first instance and second, if the first 
issue- is answered in the affirmative, does the public availability of the plants provide the 
needed enablement. However neither the examiner nor the Board did so. Only the first 
issue was decided by the Board and CCPA. 
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We also note the examiner and appellant have discussed the relevance that a 
previous board decision. Ex parte Thomsnn 24 USPQ2d 161 8 (Bd. Pat. App. & Int! 
1992) has on the facts of this case. Thomson v^as decided by a three member merits 
panel of the Board. At best the decision in Thomson constitutes the lav/ of that case 
and would govern any further proceedings v^ithin the agency in regard to that patent 
application or its progeny. It is not controlling in this case. What is controlling in this 
case are the patent statutes and relevant precedent from the Federal Circuit and the 
CCPA. Thus v/e will not engage in a discussion of the facts or holdings of Thomson . 
• Appellant argues on page 1 5-17 of the Appeal Brief that: 

An asexually reproduced plant is expected to have the same botanical 
charactenstics as its parent plant. However, a mutation (spontaneous or 
otherwise) can cause an asexually reproduced plant to exhibit characteristics 
different from its parent plant. The characteristics of the plant described in EU 
97/0980 are not identical to the characteristics specified in the claimed plant EU 
97/0950 'Simply does not contain sufficient information to indicate what particular 
variety is descnbed therein, despite having the name 'Pendec'. As noted above 
many pale pink geraniums could fit the description in EU 97/0950. Hence the ' 
present application is more than just a better description of a plant described in 
EU 97/0950- it is the definitive description of the variety named 'Pendec' 
claimed in the present application. The attempt to cast the botanical 
charactenstics of the present invention as inherent properties of a vaguely 
descnbed plant named "Pendec" is an improper interpretation of and reliance on 
Donohue relating to the inherent properties of chemical compounds. 



Appeal Brief, paragraph bridging pages 16-17. 



We agree with appellant that the present application provides a better written 
description of Pendec than does EU 97/0950. However, that is beside the point in that 
neither written description enables one to recreate Pendec. What is significant is that 
appellant has not established the claimed Pendec differs from the Pendec described in 
EU 97/0950 and the Pendec which was publicly available in Germany more than one 
year prior to the filing date of this plant patent application. 
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In considering appellant's position in this appeal, we find it significant that the 
CCPA cast the test for an enabled printed publication under § 102(b) in terms of 
"possession of the invention" instead of using the "make and use" language found in 
the enablement requirement of 35 U.S.C. § 112, first paragraph. The ordinary and 
customary meaning of the word "possession" is "a possessing or being possessed; 
ownership,' occupancy, hold, etc."^ One can possess something such as a plant without 
knowing how to make it or for that matter how it was made. Again, how can one be any 
more in "possession" of a claimed invention than to be able to hold the claimed 
invention in one's hands as here? The undisputed facts in this case establish that the 
public and consequently those of skill in this art were put on notice of the existence of 
Pendec byway of the printed publication relied upon by the examiner and the public 
and those skilled in the art were put in possession of the claimed plant by the public 
availability of Pendec. 

Our agreement with the examiner's position that the "possession" test of LeGrice 
is satisfied by physical possession of the claimed invention as opposed to having 
constructive possession by knowing how to "make" the claimed invention is consistent 
with the manner in which enablement questions have been treated in utility applications 
claiming inventions involving biological material. In In re Arooudelis . 434 F.2d 1390. 
168 USPQ 99 (CCPA 1970), the claims under review were directed to new antibiotic 
compounds produced by a microorganism. It was conceded that the claimed antibiotic 
compounds could only be made if one had access to the microorganism starting 
material. Arooudelis at 1392, 168 USPQ at 100-101. However, as observed by the 
CCPA, one "cannot sufficiently disclose by written word how to obtain the 



^ Webster's New V\lor\d Dictionary of the American Language, Second College Edition, p. 1 1 12 
(The World Publishing Company 1 972) 
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microorganism starting material from nature." Arqoudelis at 1392, 168 USPQ at 101- 
102. As explained: 



[A] unique aspect of using microorganisms as starting materials is that a 
sufficient descnption of how to obtain the microorganism from nature 
cannot be given. Such a description could only detail an experimental 
screening program similar to the screening programs followed in 
discovenng the microorganism in the first instance. If the microorganism 
involved were of very common occurrence, it might be found in a relativeh 
short time, but if it were not of common occurrence, it might not be found ' 
for a very long time, if found at all. The microorganism involved here of 
course, was not known and available to the workers in the art since it was 
newly discovered by appellants. 



Argdudelis at 1 392, 1 68 USPQ at 1 02. 



Given those circumstances where an applicant for a utility patent could not 
describe by way of words how to make a needed biological material, the CCPA 
determined that the applicant could deposit the needed biological material in a public 
depository under conditions assuring access by the public to the biological material 
upon issuance of a patent. Thus, such utility patents are considered enabled, not by 
the fact that the public can make or recreate the needed biological material, but by the 
fact that the public is given possession of the needed biological material upon issuance 
of the patent. Since the time of Arqoudelis . the procedures for the deposit of biological 
material in order to comply with the enablement requirement under 35 U.S.C. § 1 12, 
first paragraph, have been the subject of rule making by the USPTO and are now 
codified in 37 CFR §§ 1 .801 - 1 .809. 37 CFR § 1 .802(b) reads: 

Biological material need not be deposited unless access to such 
material is necessary for the satisfaction of the statutory requirements for 
patentability under 35 U.S.C. 112. If a deposit is necessary, it shall be 
acceptable if made in accordance with these regulations. Biological 
material need not be deposited, inter alia, if it is known and readily 
available to the public or can be made or isolated without undue 
experimentation. Once deposited in a depository complying with these 
regulations, a biological material will be considered to be readily available 
even though some requirement of law or regulation of the United States or 
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of the country in which the depository institution is located permits access 
to the material only under conditions imposed for safety, public health or 
similar reasons. 

As seen, an applicant need not deposit needed biological material if that material is 
publically available or can be made or isolated. The deposit rules equate existing 
public availability of needed biological material, the ability of the public to make, 
recreate or re-isolate the material and deposit of the material v/ith access to public upo 
issuance of a patent. Any of these three circumstances will satisfy the enablement 
requirement. It makes little sense to say that a utility patent is enabled by way of the 
public being able to physically possess needed biological material where written words 
do not suffice to instruct one of ordinary skill in the art how to make or recreate the 
material, yet say that a printed publication describing the existence of a plant is 
nonenabled even though the public can in similar manner "possess" the plant due to its 
public availability. 

The public availability of Pendec in countries other than the United States does 
not negate its effect in enabling the printed publication relied upon by the examiner. A 
similar issue was considered in In re Metcalfe . 410 F.2d 1378, 161 USPQ 789 (CCPA 
1969) in the context of whether claims pending in a utility application were enabled. 
One of the issues resolved in Metcalfe was whether pamphlets from Australian 
companies could be relied upon as evidence that the pending claims were enabled 
when it was not clear the pamphlets were available in the United States. The court 
stated "we are unaware of any authority holding that published material of the type 
under consideration must be from the United States. Section 112 simply requires that a 
disclosure of an invention enable any man skilled in the relevant art to make and use it. 
No mention of convenience is made; thus, even if the origin of the material is in 
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Australia, this is merely a matter of degree of convenience and not a matter of lack of 
availability." Metcalfe , at 1381, 161 USPQat791. 

We think this principle applies equally to the present situation in considering 
v^hether the printed publication relied upon by the examiner is enabled. The public 
availability of Pendec in countries other than the United States is a matter of 
convenience, not access. The printed publication clause of § 102(b) is not limited to 
publications "in this country" as are the "on sale" and "public use; clauses. Since the 
printed publication clause of § 102(b) is not limited by location, we see no reason to 
geographically limit the evidence available to be used in determining whether a printed 
publication is enabled. In our view, description of a claimed plant in a printed publication 
more than one year prior to the filing date for a plant application patent in this country, 
coupled with the public availability of the plant in countries other than the United States 
creates a statutory bar to obtaining a plant patent on the plant.^ 

Appellant argues that asserting a PBR publication is enabling prior art alone or in 
combination with the sale or use outside the United States is inconsistent with the 
examination practice of requiring detailed botanical information in plant patent 
applications. Appeal Brief, page 18. It is not clear what point appellant is making here.. 
Whether a specification of a plant patent application contains sufficient information to 
describe the plant in issue is separate and distinct from whether a prior art reference is 



^ While not relied upon by appellant, we have reviewed in re Foster . 343 F 2d 980 145 USPQ 

t fl rT^^nil^^^\Fr^^' ^^^^^^ ''"^^ ^^^^ ^he requirements of 35 

U.S.C. § 102(b), albeit in a different context, in Foster , the court observed: 

"[S]ince the purpose of [§ 102(b)] has always been to require filing of the application within the 
prescribed period after the public came into possession of the invention, we cannot see that it 
makes any difference how [it] came into such possession, whether by a public use a sale a 
single patent or publication, or by combination of one or more of the foregoing " 
fo^, at 988. 145 USPQ at 173. In making this observation the court did not limit "public use" and "a 
sale to those which occur in this country. While it is not clear from the opinion whether the court meant 
tor those terms to be unlimited by geography, it is clear that a combination of events may be used to 
establish a § 102(b) bar. ' 



Appeal No. 2003-0841 
Application No. 09/664,247 



Page 14 



enabling. The amount of description a specification need contain in a plant patent 
application in order to connply with the requirennents of 35 U.S.C. § 162 is not before us 
for review in this appeal. 

Appellant argues that the rejection in this case places the "foreign plant patent 
breeder at a distinct economic disadvantage." Appeal Brief, pages 19-20. In 
considering this argument, we note our decision' does not foreclose or prevent access 
to the United States patent system by a plant breeder, regardless of whether the 
breeder conducts his business in this country or in a country other than the United 
States. What our decision means is that plant breeders must file their plant patent 
applications in the United States in a more timely manner than apparently has been the 
practice. We find no legal impediment to plant breeders, including the present 
appellant, filing their plant patent applications in the United States within a year of 
describing their plant in a printed publication and providing access to the public to the 
plant overseas. 

Appellant appears to be of the mind that plant breeders should be free to pursue 
legal protection of a plant in the countries other than the United States and in so doing 
provide public notice of the existence of a plant concurrent with making the plant 
available to the public in countries other than the United States by way of commercial 
sales or other avenues, yet be able to delay seeking patent protection in this country 
until they decide whether the plant is commercially important in this country. We have 
no doubt that many industries and inventors would find that set of circumstances 
desirable. However this is not what the patent statues provide for in this country. The 
CCPA stated in LeGrice that the plant patent statutes, 35 U.S.C. §§ 161-1 64, provide a 
single exception to the other statutory requirements for granting of a patent. LeGrice at 
933, 1 33 USPQ at 369 ("35 U.S.C. § 1 61 engrafts the Plant Patent Act onto the basic 
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patent law, which requires us to apply thereto all the rules, regulations and provisions of 
the basic patent law except that, by the express provision of 35 U.S.C. 162, a plant 
patent cannot be declared invalid if its description 'is as complete as is reasonably 
possible"'). We do not find it appropriate to create another exception for appellant. 

Nor do we find the argued cost burden to be unique to plant breeders. There are 
no doubt many industries and inventors faced with difficult decisions as to which 
inventions to seek patent protection. Such decisions are based in large part on, if not 
governed by, economic circumstances. It must be remembered that it was appellant's 
own actions which resulted in the printed publication that forms the basis for the present 
rejection and appellant's own actions which placed the claimed plant on sale overseas 
or otherwise made the plant publicly available in the relevant time frame. If appellant ' 
wanted the luxury of delaying his decision as to which plants should be protected by 
plant patents in the United States, appellant should have developed the present plant to 
the point of deciding whether it is commercially viable in this country without generating 
statutory bars under 35 U.S.C. § 102(b). 
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No time period for taking any subsequent action in connection with this appeal 
may be extended under 37 CFR § 1.136(a). 



AFFIRMED 




Sherman D. Winters 
Administrative Patent Judge 

William F, Smith 
Administrative Patent Judge 




Donald E. Adams 
Administrative Patent Judge 



BOARD OF PATENT 



APPEALS AND 



INTERFERENCES 



Appeal No. 2003-0841 
Application No. 09/654,247 

Russell D. Orkin 
700 Koppers Building 
436 Seventh Avenue 
Pittsburgh, PA 15219-1818 



ELD 



The opinion in support of the decision being entered today was not written 
for publication and is not binding precedent of the Board. 
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BLSarte ANDREA MICHALIK 



Appeal No. 2004-0386 
Application No. 09/733,016 



VACATUR AND REMAND 



Before WILLIAM F. SMITH, ADAMS, and GRIMES, Administrative Patent Judoes . 
WILLIAM F. SMITH, Administrative Patent Judoe . 

This appeal involves plant patent Application No. 09/733,016. The question 
raised in this appeal involves whether evidence of foreign sales of the claimed 
reproducible plant variety may enable an otherwise non-enabled printed publication 
disclosing the plant, thereby creating a bar under 35 U.S.C. § 102(b). The Court of 
Appeals for the Federal Circuit considered that issue in In re Eisner . 381 F.3d 1 125, 
72 USPQ2d 1038 (Fed. CIr. 2004), and held in the affirmative. Jd, at 1128, 72 USPQ2d 
at 1041. In so holding, the court stated that "[t]he foreign sale must not be an 
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obscure, solitary occurrence that would go unnoticed by those skilled in the art." jd. at 
1 131 , 72 USPQ2d at 1043. The court also stated that the record did not establish that 
"even if the interested public would readily know of the foreign sales, those sales 
enabled one of ordinary skill in the art to reproduce the claimed plants without undue 
experimentation." jd Thus, the court vacated the Board's decision and remanded the 
case for "further factual findings relating to the accessibility of the foreign sales of the 
claimed plants and the reproducibility of the claimed plants from the plants that were 
sold." id. 

In this case, the examiner is relying upon applicant's admission that the claimed 
plant "was sold outside the United States on or about July 1, 1998" as evidence that QZ 
PBR 980521, PL PBR PBO 0050, CZ PBR OPPH 06594, and ZA PBR 02603 are 
enabled. Examiner's Answer, pages 4-7. However, there is no evidence whether the 
sales were of the type that would be noticed by those of skill in the art. Nor has the 
other issue raised by the Federal Circuit in Eisner whether the sales would enable one 
skilled in the art to reproduce the claimed plant without undue experimentation, been 
addressed. 

Accordingly, we vacate the examiner's rejection and remand the case to the 
examiner to determine whether the sales of the claimed plant (1 ) were "an obscure. 
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solitary occurrence that would go unnoticed by those skilled in the art" and (2) would 
enable one to reproduce the plant without undue experimentation. 

VACATED: REMANDED 

William F. Smith 
Administrative Patent Judge 



Donald E. Adams 
Administrative Patent Judge 



Eric Grimes 

Administrative Patent Judge 
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Webb, Ziesenheim, Logsdon, 

Orkin & Hanson, PC 
700 Koppers Building 
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Pittsburgh, PA 15219 



dem 



The opinion in support of the decision being entered today was not written 
for publication and is not binding precedent of the Board. 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 

BLBarte WILHELMUS IBES 

Appeal No. 2004-0447 
Application No. 09/733,020 

VACATUR AND REMAND 

Before WILLIAM F. SMITH, ADAMS, and GRIMES, Administrative Patent Judges . 
WILLIAM F. SMITH, Administrative Patent Judge . 

This appeal involves plant patent Application No. 09/733,020. The question 
raised in this appeal involves whether evidence of foreign sales of the claimed 
reproducible plant variety may enable an otherwise non-enabled printed publication 
disclosing the plant, thereby creating a bar under 35 U.S.C. § 102(b). The Court of 
Appeals for the Federal Circuit considered that issue in In re Eisner . 381 F.3d 1125, 
72 USPQ2d 1038 (Fed. Cir. 2004), and held in the affirmative. \± at 1128, 72 USPQ2d 
at 1041. In so holding, the court stated that "[t]he foreign sale must not be an 
obscure, solitary occurrence that would go unnoticed by those skilled in the art." jd at 
1 131 , 72 USPQ2d at 1043. The court also stated that the record did not establish that 
"even if the interested public would readily know of the foreign sales, those sales 
enabled one of ordinary skill in the art to reproduce the claimed plants without undue 
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experimentation." \± Thus, the court vacated the Board's decision and remanded the 
case for "further factual findings relating to the accessibility of the foreign sales of the 
claimed plants and the reproducibility of the claimed plants from the plants that were 
sold."i4 

In this case, the examiner is relying upon applicant's admission that the claimed 
plant "was sold outside the United States on or about March 1, 1999" as evidence that 
PBR 981669 (European Union) is enabled. Examiner's Answer, page 4. However, 
there is no evidence whether the sales were of the type that would be noticed by those 
of skill in the art. Nor has the other issue raised by the Federal Circuit in Eisner 
whether the sales would enable one skilled in the art to reproduce the claimed plant 
without undue experimentation, been addressed. 

Accordingly, we vacate the examiner's rejection and remand the case to the 
examiner to determine whether the sales of the claimed plant (1) were "an obscure, 
solitary occurrence that would go unnoticed by those skilled in the art" and (2) would 
enable one to reproduce the plant without undue experimentation. 

VACATED: REMANDED 



William F. Smith ) 
Administrative Patent Judge ) 

) BOARD OF PATENT 

Donald E. Adams ) 

Administrative Patent Judge ) APPEALS AND 

) INTERFERENCES 



Eric Grimes 

Administrative Patent Judge 
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dem 



The opinion in support of the decision being entered today was not written 
for publication and is not binding precedent of the Board. 

Paper No. 13 

UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 

Ex parte WILHELM ELSNER 

Appeal No. 2004-0167 
Application No. 09/753,976 

VACATUR AND REMAND 

Before WILLIAM F. SMITH. ADAMS, and GRIMES, Administrative Patent Judges . 
WILLIAM F. SMITH, Administrative Patent Judge . 

This appeal involves plant patent Application No. 09/753,976. The question 
raised In this appeal involves whether evidence of foreign sales of the claimed 
reproducible plant variety may enable an othen/vise non-enabled printed publication 
disclosing the plant, thereby creating a bar under 35 U.S.C. § 102(b). The Court of 
Appeals for the Federal Circuit considered that issue in In re Eisner . 381 F.3d 1 125, 
72 USPQ2d 1038 (Fed. Cir. 2004), and held in the affirmative, jdat 1128, 72 USPQ2d 
at 1041. In so holding, the court stated that "[t]he foreign sale must not be an 
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obscure, solitary occurrence that would go unnoticed by those skilled in the art," jd. at 
1131, 72 USPQ2d at 1043. The court also stated that the record did not establish that 
"even if the interested public would readily know of the foreign sales, those sales 
enabled one of ordinary skill in the art to reproduce the claimed plants without undue 
experimentation." jd. Thus, the court vacated the Board's decision and remanded the 
case for "further factual findings relating to the accessibility of the foreign sales of the 
claimed plants and the reproducibility of the claimed plants from the plants that were 
sold." id. 

In this case, the examiner is relying upon applicant's admission that the claimed 
plant "was first offered for sale in Europe in October 1998" as evidence that European 
Community Plant Breeder's Rights Application No. 98/1018 is enabled. Examiner's 
Answer, page 3. However, there is no evidence whether the sales were of the type that 
would be noticed by those of skill in the art. Nor has the other issue raised by the 
Federal Circuit in Eisner , whether the sales would enable one skilled in the art to 
reproduce the claimed plant without undue experimentation, been addressed. 

Accordingly, we vacate the examiner's rejection and remand the case to the 
examiner to determine whether the sales of the claimed plant (1) were "an obscure, 
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solitary occurrence that would go unnoticed by those skilled in the art" and (2) would 
enable one to reproduce the plant without undue experimentation. 

VACATED: REMANDED 



William F. Smith 
Administrative Patent Judge 



Donald E. Adams 
Administrative Patent Judge 



Eric Grimes 

Administrative Patent Judge 
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03-1585 
(Serial No. 09/267,559) 

IN RE KEITH ZARY 



DECIDED: August 16, 2004 



Before LOURIE, CLEVENGER, and BRYSON, Circuit Judges . 
LOURIE, Circuit Judge . 

Wilhelm Eisner appeals from the decision of the United States Patent and 
Trademari^ Office ("PTO") Board of Patent Appeals and Interferences affirming the 
rejection of claim 1 of United States plant patent application 09/664,247 as anticipated 
under 35 U.S.C. § 102(b). Ex Parte Eisner . No. 2003-0841 (Bd. Pat. Apps. & Interfs. 
Mar. 26, 2003). Similarly, Keith Zary appeals from the decision of the Board affirming 
the § 102(b) rejection of the sole claim of United States plant patent application 
09/267,559. Ex Parte Zary . No. 2003-0703 (Bd. Pat. Apps. & Interfs. Mar. 26, 2003).^ 



^ Both appeals were heard together by the Board and decided concurrently, 
but the Board issued separate opinions. Here, because the cases raise the same legal 
issue, we resolve them in this single opinion. Accordingly, Eisner and Zary are referred 
to herein as "Appellants." 



The Board determined that Appellants' published Plant Breeder's Rights applications 
anticipated their claims in view of the foreign sales of the claimed plants. We agree 
that the publication of the applications coupled with foreign sales of the plants may 
constitute a §1 02(b) bar to patentability. However, because the record is silent on the 
extent to which the foreign sales were known to the public, and because the Board did 
not adequately address the degree to which availability of the plants through foreign 
sales enabled the preparation of the claimed plants, we vacate the Board's decisions in 
both cases and remand for further proceedings. 

BACKGROUND 
I. The Eisner ADPlication 

Mr. Wilhelm Eisner is a plant breeder who resides in Germany and whose 
botanical products include various varieties of geraniums. In September 1997, he filed 
an application for a Community Plant Variety Rights ("CPVR") Certificate, or Plant 
Breeder's Rights ("PBR"). at the Community Plant Variety Office ("CPVO") in Europe for 
a type of geranium named "Pendec." The variety originated as a mutation of a parent 
geranium plant named "Pendresd." Eisner's application, designated EU 97/0950, was 
listed in the CPVO Official Gazette that was published in December 1997. That listing 
disclosed the names and addresses of the breeder and its representative, a statement 
of botanical classification, and a provisional denomination for the plant. In July 1998, a 
sale of the Pendec geranium occurred in Germany. Eisner withdrew the application in 
May 1999, and it did not therefore mature into a CPVR certificate. 

In September 2000, Eisner filed a plant patent application at the PTO claiming 
the Pendec geranium. The patent examiner rejected the only claim in the application 
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as anticipated under 35 U.S.C. § 102(b), on the ground that the EU 97/0950 listing had 
been published more than one year before the effective filing date of Eisner's U.S. 
application. She concluded that the listing disclosed the invention and that the sales 
placed the skilled artisan in possession of the invention. Eisner appealed to the Board, 
which affirmed the rejection, and Eisner appeals to this court. 
11. The Zarv Aoplication 

In March 1995, Dr. Keith Zary filed a PBR application in South Africa that 
claimed a variety of rose plant named "JACopper," a cross between two other rose 
varieties. The application was published in April of that same year, and it listed 
information concerning how the breeder, as well as the breeder's South African agent, 
could be contacted. The JACopper plant was thereafter sold in South Africa and 
Zambia as early as October 1996. 

In March 1999, Zary filed a plant patent application at the PTO claiming the 
JACopper rose plant. The examiner issued a rejection under § 102(b), stating that the 
published PBR application was a printed publication that enabled the invention and 
placed the skilled artisan in possession of the invention because of the public 
availability of JACopper in South Africa and Zambia. Upon Zary's appeal, the Board 
affirmed the examiner's rejection, holding that the description of the JACopper plant in a 
printed publication, combined with the foreign public availability of that plant more than 
one year before Zary's filing date, constituted a statutory bar. Zary now appeals to this 
court. 

We have jurisdiction over both appeals pursuant to 28 U.S.C. § 1295(a)(4). 
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DISCUSSION 

We review legal determinations of the Board, including whether a printed 
publication is enabled, without deference. In re Kollar . 286 F.3d 1326, 1329 (Fed. Cir. 
2002). "Whether a prior art reference is enabling is a question of law based upon 
underlying factual findings." Minn. Mining & Mfc. Co. v. Chemaue. Inc. . 303 F.3d 1294. 
1301 (Fed. Cir. 2002). We. review the factual findings underlying those determinations 
for substantial evidence. In re Gartside . 203 F.3d 1305, 1316 (Fed. Cir. 2000). 

On appeal, Eisner and Zary argue that the Court of Customs and Patent Appeals 
held in In re LeGrice . 301 F.2d 929 (CCPA 1962), that foreign activity cannot cause a 
non-enabled publication to constitute a statutory bar under § 102(b).^ The appellants 
further assert that, because foreign sales are not prior art under the patent statute, they 
may not be considered within the knowledge of one of skill in the art and cannot be 
used to enable an otherwise non-enabled publication. They claim that the published 
PBR applications are not enabled because it is impossible to. recreate the claimed 
plants from the textual descriptions alone, and they assert that the published 
applications are therefore not effective as § 102(b) references. 

The PTO asserts that LeGrice did not squarely address whether a publication 
may be enabled through a foreign sale. The PTO further argues that the LeGrice court 
adopted a "possession" test as a measure of enablement of a publication and that the 
Board properly applied that test to Eisner's and Zary's applications. The correct inquiry. 



^ Section 102 of 35 U.S.C. provides in relevant part that "[a] person shall be 
entitled to a patent unless . . . (b) the invention was patented or described in a printed 
publication in this or a foreign country . . . more than one year prior to the date of the 
application for patent in the United States." 
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the PTO argues, is whether the printed publication put the public in possession of the 
claimed invention before the critical date. That is the fundamental policy behind 
§ 102(b), the PTO urges, and it supports the rejection of the claims over the published 
PBR applications in viev\^ of the foreign sales. 

The particular question thus before us is whether evidence of the foreign saJe of 
a claimed reproducible plant variety may enable an othenvise non-enabled printed 
publication disclosing that plant, thereby creating a § 102(b) bar. On that issue of first 
impression, we hold in the affirmative. 

Prior art under § 102(b) must sufficiently describe a claimed invention to have 
placed the public in possession of that invention. In re Donohue. 766 F.2d 531, 533 
(Fed. Cir. 1985); In re Samour . 571 F.2d 559, 562 (CCPA 1978). The proper test of a 
publication as a § 102(b) bar is "whether one skilled in the art to which the invention 
pertains could take the description of the invention in the printed publication and 
combine it with his own knowledge of the particular art and from this combination be put 
in possession of the invention on which a patent is sought." LeGrice, 301 F.2d at 939. 
in particular, one must be able to make the claimed invention without undue 
experimentation. 

It is undisputed that the PBR applications were published more than one year 
prior to the effective filing dates of Appellants' respective applications and that the 
applications fully disclose the claimed plants. It is also clear that the foreign sales of 
the Pendec geranium and the JACopper rose are not themselves § 102(b) prior art 
against the applications; that is, those foreign sales themselves do not constitute an on- 
sale bar. Ordinarily, foreign sales of an invention in combination with a publication will 
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not constitute a bar because such a result would circumvent the established rules that 
neither non-enabling publications nor foreign sales can bar one's right to a patent. 
What sets this case apart is that it deals with plant patents, which may be granted to 
"[wjhoever invents or discovers and asexually reproduces any distinct and new variety 

of plant " 35 U.S.C. § 161 (2000). The grant accompanying a plant patent includes 

"the right to exclude others from asexually reproducing the plant, and from using, 
offering for sale, or selling the plant so reproduced, or any of its parts . . . Id § 163. 
The PTO asserts that when a publication is combined with a. foreign sale which results 
in possession of the plant by one of skill in the art, it is that possession alone which is 
capable of enabling the publication. That is not con-ect. Only when possession derived 
in this manner enables a person of skill in the art to practice asexual reproduction of the 
plant in a manner consistent with the statute can a non-enabling publication and foreign 
sale act as a § 102(b) bar. 

Because we perceive a difference between plants and statutorily distinct 
inventions, we disagree with Appellants' contention that this holding will operate to 
create a printed publication bar whenever a non-enabling publication and a foreign sale 
are involved. As our predecessor court noted in LeGrice . "there are inherent 
differences between plants and manufactured articles." 301 F.2d at 935. In the case of 
plant patents, the touchstone of the statutory subject matter is asexual reproduction of a 
unique biological organism. When a publication identifies the plant that is invented or 
discovered and a foreign sale occurs that puts one of ordinary skill in the art in 
possession of the plant itself, which, based on the level of ordinary skill in the art, 
permits asexual reproduction without undue experimentation, that combination of facts 
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and events so directly conveys the essential knowledge of the invention that the sale 
combines v^^ith the publication to erect a statutory bar. In any event, the inventor is in 
control of the activities relating to his invention, and avoidance of a bar is accomplished 
by making a timely filing at the PTO. 

Appellants' PBR applications disclosed the claimed plant varieties, but 
concededly do not, by themselves, enable the skilled artisan to practice the claimed 
inventions or reproduce the plants. However, because the public may have had access 
to the claimed inventions through the foreign sales of the plants, from which the claimed 
plants may be reproduced, it may fairly be said that the PBR applications are 
adequately enabled. Because the published applications, combined with the foreign 
sales of the plants, placed the claimed inventions in the possession of the public, we 
therefore hold that they are proper § 102(b) anticipatory references that may bar 
patentability. 

Our predecessor court's decision in Samour supports the use of secondary 
references to show that a primary § 102(b) reference was in fact enabled. In that case, 
the applicant claimed a small genus of chemical compounds useful as anticonvulsant 
agents. The Board affirmed a § 102(b) rejection that a printed publication by Doran 
anticipated the claimed invention. The Doran reference disclosed the structure of a 
compound within the claimed genus, but failed to describe a method of preparing the 
compound. Although the applicant argued that the reference was non-enabled, the 
Board relied on additional references to show that the skilled artisan would have known 
how to prepare the compound disclosed by Doran. The court affirmed the Board's 
decision, reasoning that additional references cited in a § 102(b) rejection are relied on 



03-1569,-1585 



7 



"to show that the claimed subject matter, every material element of which is disclosed in 
the primary reference, was in [the] possession of the public." 571 F.2d at 563; see also 
Donohue . 766 F.2d at 534 (affimiing a § 102(b) rejection wherein additional references 
were used to show that a primary reference which disclosed every element of the 
claimed invention was enabled). Likewise, the listings of the PBR applications filed by 
Eisner and Zary were considered the primary references, and they completely disclosed 
the claimed plant varieties. The Board justifiably relied on the foreign sales to show 
that the public was jn possession of the claimed plants and thus that the PBR 
applications were enabled anticipatory references. 

Appellants argue that foreign sales are not prior art and may not be considered 
within the knowledge of a skilled artisan. However, the precise focus of the analysis is 
not whether the foreign sales are themselves § 102(b) prior art. but whether the 
publication has placed the claimed invention in the possession of the public before the 
critical date. Thus, foreign sales of the claimed plants may be within the knowledge of 
the skilled artisan and may be considered to provide the public with access to 
Appellants' inventions. 

We disagree with Appellants that our holding conflicts with LeGrice . In that case, 
the Board had affirmed rejections of plant patent applications based on catalogs 
depicting the claimed plants. Specifically, the Board stated that a reference did not 
have to be enabled to anticipate a claim. In its decision reversing the Board, the Court 
of Customs and Patent Appeals discussed at. length its view that § 102(b) applies to 
plant patents in the same way that it applies to utility patents, but acknowledged the 
distinction between plants and other patentable subject matter. 301 F.2d at 935. The 
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court considered that the textual description of manufactured articles, processes, and 
even chemical compositions can often enable others to practice the invention; however, 
the mere description of a plant in a catalog may do little to enable one of skill in the art 
to recreate that claimed plant. ]d. 

The court concluded that Congress had not indicated that § 102(b) should be 
applied differently to plant patents than to other inventions, and the court reiterated that 
"the clause 'described in a printed publication' has been interpreted with respect to 
whether the publication has in fact conveyed such knowledge of an invention to the 
public as to put the public in possession of the invention." \d, at 936. Thus, the court 
held that 

it is sound law, consistent with the public policy underlying our patent law, 
that before any publication can amount to a statutory bar to the grant of a 
patent, its disclosure must be such that a skilled artisan could take its 
teachings in combination with his own knowledge of the particular art and 
be in possession of the invention . 

Id. Accordingly, the court reversed the Board's decision and held that a disclosure must 

be enabled to be a statutory bar to a plant patent. 

We agree with the PTO that LeGrice decided only the narrow issue whether a 

printed publication of a plant patent that is not enabled is a statutory bar. That decision 

did not address the manner in which a publication may be enabled, and it did not 

decide whether other evidence such as the availability of an invention through foreign 

sales may be considered in determining whether a printed publication enables a skilled 

artisan to reproduce a claimed plant. In fact, there was no mention of sales in the 

LeGrice opinion. We therefore conclude that LeGrice left that issue open, and our 

decision today is not inconsistent with LeGrice . 
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Additionally, our holding is consistent with the treatment of § 112 enablement in 
utility patent applications. Specifically, in In re Arqoudelis . 434 F.2d 1390 (CCPA 1970), 
the Court of Customs and Patent Appeals held that a utility patent claiming antibiotic 
compounds produced by a microorganism was enabled by depositing the 
microorganism in a public depository. Importantly, the court noted that "because of the 
particular area of technology involved," an applicant may not be able to "sufficiently 
disclose by written word how to obtain the microorganism starting material from nature." 
jd, at 1392. The court acknowledged that "[a]ny person skilled in the art with access to 
the pending application ... can reproduce the invention from the written disclosure as it 
was originally filed." jd. at 1393. The Arooudelis court thus recognized that the deposit 
procedures permitted public access to the microorganism, and that such access 
adequately satisfied the § 112 enablement requirement. Id^ at 1394; see also In re 
Paulsen . 30 F.3d 1475, 1481 n.9 (Fed. Cir. 1994) (describing the connection between 
§ 1 12 enablement and the enablement requirement of § 102(b) prior art). It is important 
to note that it was not mere possession of the microorganism that was important in 
Arqoudelis . but such possession that enabled one of ordinary skill to make the claimed 
invention. Similarly here. Just as the public had access to the microorganism in 
Arooudelis . so too might the public have had access through the foreign sales to the 
plant varieties that Eisner and Zary claim. 

Nevertheless, although we agree with the PTO that foreign sales may enable an 
othenvise non-enabling publication, we find that factual issues remain with respect to 
the accessibility of the foreign sales of the claimed plants and the reproducibility of the 
plants. The Board did not specifically address how readily one skilled in the art could 
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have learned of the foreign sales from the printed PBR applications. In the present 
appeals, the examiners discovered the PBR applications through a search of the 
relevant PBR database. They subsequently asked Appellants to provide copies of the 
applications, as well as any additional infomiation regarding the claimed plant varieties. 
Both appellants responded that the claimed plants had been on sale in foreign 
countries. It is unclear, however, whether a skilled artisan would have known of the 
foreign sales. The foreign sale must not be an obscure, solitary occurrence that would 
go unnoticed by those skilled in the art. Its availability must have been known in the art, 
just as a printed publication must be publicly available. See In re Baver . 568 F.2d 
1357, 1361 (CCPA 1978) ("[A] printed document may qualify as a 'publication' under 35 
U.S.C. § 102(b) ... so long as accessibility is sufficient to raise a presumption that the 
public concemed with the art would know of the invention." (quotation omitted)). We 
have stated before with respect to prior art references that "[a]ccessibility goes to the 
issue of whether interested members of the relevant public could obtain the information 
if they wanted to." Constant v. Advanced Micro-Devices. Inc. . 848 F.2d 1560, 1569 
(Fed. Cir. 1988). 

Moreover, the Board did not find that, even if the interested public would readily 
know of the foreign sales, those sales enabled one of ordinary skill in the art to 
reproduce the claimed plants without undue experimentation. Such a determination is 
critical to the question whether the foreign sales would enable the printed publications. 

We therefore remand both cases for further factual findings relating to the 
accessibility of the foreign sales of the claimed plants and the reproducibility of the 
claimed plants from the plants that were sold. 
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CONCLUSION 

Because the record must be developed further with respect to the foreign sales 
of Eisner's Pendec geranium and Zar/s JACopper rose variety, we vacate the Board's 
decisions and remand the cases for additional proceedings. 

VACATED AND REMANDED. 
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